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MORE PROTECTION FOR TRADE SECRETS AGAINST THE 
LEGITIMATE MEANS OF THEIR ACQUISITION 
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ABSTRACT 

This thesis focuses on absolute freedom to act granted to the third party, who obtained 

trade secrets by using legitimate means, which is identical with the original owner's 

rights of trade secrets to form a lack of adequate protection of trade secrets, which may 

cause the loss of a lot of trade secrets in the future, and it may become the approach to 

the destruction of trade secrets. 

Under this consideration, using these legitimate means without the least restriction or 

responsibility, may constitute abusing the right provided in Article (66) of the Jordanian 

Civil Law (JCL), and may creates some practices that fall within the framework of the 

unfair competition, so we will take the Jordanian regime as a model, and compared with 

the applicable rules in the United States in this regard. 

On this perspective, This study came in order to highlight on these problems, in an 

attempt to re-thinking the subject matter of this study, by discuss some legislative 

solutions to reduce the opportunities of unfair competition and give more protection to 

the trade secrets against legitimate means.  
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Introduction 

As a result of the growing importance of moral elements and their adoption in 

evaluating assets and capital in economic and commercial projects, "business 

enterprises have always relied on intellectual property for further economic goals"1, 

which include trade secrets that are considered to be one of the most intellectual 

property branches in common use nowadays. 

Due to this growing importance of trade secrets, their legal regulation has witnessed an 

accelerated development at both the national and international levels, through 

international conventions that cover trade secrets with legal protection, and also through 

national legislation issued by different countries. 

Yet, the legal regulation of trade secrets subject is considered as nascent at the 

international level. Hence, the Paris convention for the protection of industrial property 

of 18832 did not include any regulation of the subject matter of trade secrets and their 

protection. 

 Furthermore, trade secrets were not within the agenda of the World Intellectual 

Property Organization (WIPO)3 until 1994, whereas, at the national legislation level the 

merit of leading in regulating the subject matter of trade secrets is attributed to 

                                                             
 
1-Rodau, Andrew Beckerman (2002), Trade Secrets – The New Risks to Trade Secrets Posed by  Computerization, 28 Rutgers 
Comp. & Tech. L. J. 227, p 227. 
 
2- The Paris Convention for the Protection of Industrial Property, signed in Paris on 20 March 1883, was one of the first intellectual 
property treaties. It established a Union for the protection of industrial property. The Convention is still in force as of 2015. Jordan 
joined the Paris Convention on July 17, 1972, but The United States has joined early  to this Convention which was in 1887, 
retrieved from: http://www.wipo.int/treaties/en/ip/paris/summary_paris.html . 
 
3- The World Intellectual Property Organization (WIPO) was established in 1970, following the entry into force of the WIPO 
Convention in 1967, with a mandate from its Member States to promote the protection of intellectual property throughout the world 
through cooperation among States and in collaboration with other international organizations. The Organization became a 
specialized agency of the United Nations in 1974; Based in Geneva, WIPO is dedicated to developing a balanced and accessible 
international intellectual property (IP) system, which rewards creativity, stimulates innovation and contributes to economic 
development while safeguarding the public interest, retrieved from: 
http://www.wipo.int/edocs/pubdocs/en/general/1007/wipo_pub_1007.pdf . 
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American law4,  which is considered one of the most important sources of trade secrets 

in modern regulation. 

However, the status for trade secrets protection totally changed after ratifying the 

agreement of the Trade-Related Aspects of Intellectual Property Rights (TRIPS) 

agreement 5in 1994 within the scope of World Trade Organization conventions (WTO) 6 

where TRIPS agreement involved regulating the subject of undisclosed information 

protection within the scope of its regulation of rules of Repression of unfair 

competition; since this agreement came into force on 1/1/1995 the importance of trade 

secrets has grown to being  a branch of the intellectual property branches, and thus, 

states began  to enact legislation that would provide legal protection to trade secrets, by  

defining them, demonstrating their terms, and principles of protection against violation, 

embezzlement, and the penalties imposed on whoever misuses them. 

"On April 11, 2000, after two years of negotiations, Jordan became the 136th member of 

WTO"7, based on the Jordanian parliament ratification of the WTO agreement on 

February 24, 2000 under the law of accession of Jordan to the WTO no. 4415 for the 

                                                             
 
4- The first trade secrets model is found in Section 757 of the Restatement of Torts, entitled Misappropriation of Trade Secrets. 
According to the Restatement, a trade secret "may consist of any formula, pattern, device or compilation of information which is 
used in one's business, and which gives him an opportunity to obtain an advantage over competitors who do not know or use it, see: 
Pace, Christopher Rebel J. (1995), The Case for A Federal Trade Secrets Act, Volume 8, Number 2, p 430. 

5- The Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS) is an international agreement administered by 
the World Trade Organization (WTO). The TRIPS Agreement sets minimum standards of protection for copyrights and related 
rights, trademarks, geographical indications (GIs), industrial designs, patents, integrated circuit layout designs, and undisclosed 
information. The TRIPS Agreement also establishes minimum standards for the enforcement of intellectual property rights (IPRs) 
through civil actions for infringement, actions at the border and, at least in regard to copyright piracy and trademark counterfeiting, 
in criminal actions, retrieved from: https://ustr.gov/trade-agreements/wto-multilateral-affairs/-world-trade-organization/council-
trade-related-aspects-in . 
 
6- The World Trade Organization (WTO) is an organization that intends to supervise and liberalize international trade. The 
organization officially commenced on 1 January 1995 under the Marrakech Agreement, signed by 123 nations on 15 April 1994, 
replacing the General Agreement on Tariffs and Trade (GATT), which commenced in 1948. The World Trade Organization (WTO) 
is the only global international organization dealing with the rules of trade between nations. At its heart are the WTO agreements, 
negotiated and signed by the bulk of the world’s trading nations and ratified in their parliaments. The goal is to help producers of 
goods and services, exporters, and importers conduct their business. Retrieved from: 
https://www.wto.org/english/thewto_e/whatis_e/whatis_e.htm . 
 
7- Olwan, Rami M.(2013),  Intellectual Property and Development: Theory and Practice, Faculty of Law, Queensland University of 
Technology, Australia, p 200. 
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year 20008 . Therefore, "to achieve this purpose, Jordan was required to comply with all 

agreements issued by the WTO"9 including TRIPS agreement. 

Accordingly, many important amendments were made to the laws, and new laws have 

been enacted to render Jordan compliant with TRIPS obligations, especially in the field 

of intellectual property, these laws include: Patent Law No. 32 for 1999, Trademarks 

Law No.34 for 1999, Industrial Design and Model Law No .14 for 2000, Plant Varieties 

Law No. 24 for 2000, Geographical Indication Law No. 8 for 2000, the Protection of 

Layout-Designs of Integrated Circuit Law No. 10 for 2000, and Unfair Competition and 

Trade Secret Law (JUCTSL) No .15 for 200010 . 

Based on this foundation, "Jordan acceded to the WTO in 2000, and became party to 

trade liberalization arrangements with various countries including the United States, the 

European Union, and, most recently, Canada"11. Accordingly, "a central feature of 

Jordan-US FTA is the WTO TRIPS-plus intellectual property rules. Data exclusivity 

was a requirement of Jordan's accession to the WTO and reflected in JUCTSL"12 .  

The JUCTSL constituted a framework for protecting the subject of trade secrets in 

Jordan, in addition to its treatment of unfair competition subject in both Articles (2 and 

3) thereof. However, this law addressed in Articles (4 to 8) the legal regulation of trade 
                                                             

 
8- Jordan has been declared as a member of the W.T.O in 17/12/1999, and Jordan’s membership in the WTO entered into force on 
04.11.2000 according the law of accession of Jordan to the WTO No. 4415 for the year 2000. In this regard, Jordan has amended 
and adopted new legislations to cover all intellectual property rights. In addition to that, Jordan has to prepare a basis and to improve 
administrations which will deal and implement TRIPs Agreements Rules. This study will discuss the amendments which the 
Jordanians Legislator has made on the intellectual property rights legislations for the purpose of joining TRIPs Agreement, retrieved 
from: http://e-print.mutah.edu.jo/index.php/law/private-law/337--------wto------.html . 
 
9-Alkhchrom Abdullah, (2002) the Impact of Jordan's Accession to the World Trade Organization (WTO) in the Jordanian 
Industrial and Commercial Property Legislation, Journal of Law: Kuwait University, (Volume 26, Issue 2). 
  
10- JUCTSL Published on page 1316 of the Official Gazette No. 4423 dated 02/04/2000. 
 
11-Nsour, Mohammad F.A, Dmour Abdullah and Nimri, Lana (2014), Trends in Free Trade: Legal and Policy Perspectives on 

.2P , 313. Rev. L. Comp& l 'Int. Ind24 , s Regional Trade Arrangements'Jordan  
 

12- Ibid, P 29. 
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secrets by citing the conditions that must be met in the information to be qualify as a 

trade secret, and showed the authorities that entitled to the owner of trade secret 

exercised it. Also it regulates the civil protection of trade secrets through claims for 

compensation of the misuse of trade secrets, based on the unfair competition action, as 

well, its  stated exceptions to the principle of misuse that do not conflict with fair trade 

practices in paragraph (C) of Article (6). Furthermore, this law showed the urgent 

precautionary measures that may be taken to protect trade secrets. Nevertheless, this law 

was devoid of addressing penal protection for trade secrets. 

In practical terms, JUCTSL has addressed the subject of trade secrets protection against 

misuse by third parties, and showed the cases that form misuse of the trades secret in 

Article (6) thereof, whilst stating that whoever obtained trade secret, or used, or disclose 

it in a manner in contradiction with fair trade practices and without permission from the 

owner of trade secret shall be deemed as misusing it. 

 Likewise, this law mentioned in Article (6) paragraph (B) a certain case as an example 

that constitute a violation of the fair trade practices these are: (1)- Breach of contracts, 

(2)-Breach and inducement to breach of trusted secrecy of information, (3)-The 

acquisition of trade secrets by third party who knows, or is able to know that such 

parties acquisition of such secrets was a result of violating honest commercial practices. 

Additionally, the same Article in Paragraph (C) stipulated an exception to the general 

rule mentioned in both Paragraph (A and B), so that, it considered accessing the trade 

secret independently or through reverse engineering an allowable act that does not form 

violation of the fair trade practices. 

Virtually, TRIPS agreement was silent on such exceptions, but the Jordanian legislation 

probably gleaned from what judicial precedents had settled in this field, or from theories 
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that justify such exceptions, or maybe from the laws of other countries that preceded in 

this field, such as USA law. It should be noted that, the USA legislation on copyrighting 

has banned what is referred to as reverse engineering13 and rendered it a criminal act to 

be punished for.    

 To this end, we will focus in this study on the exceptions to the principle of the misuse 

of trade secrets, as mentioned in Paragraph (C) of Article (6) of the JUCTSL, which are: 

access to trade secret independently, and by reverse engineering. According to that, we 

will take Jordanian law as a model, on the grounds that Jordan is a member of WTO, 

and the TRIPS agreement, with a statement of the position of US law. 

This study will focus on a number of questions in an attempt to answer them which are: 

1. What is the definition of the trade secret? What are the foundations of its protection 

against misuse? What exceptions are made to the principle of misuse? 

2. Why put these exceptions, and did they come limited or unlimited? 

3. Is the freedom of acting in trade secret without any responsibility granted to the 

third party, deemed from the door of the abuse  the right, if it resulted to damage for 

interests owner of trade secrets? Is it possible to use the theory of abusing the right 

in the field of trade secrets?  

4. Do these exceptions cause any risk and impacts on the interests of the owner of the 

trade secret? 

5. Is it possible for such exceptions to create images for unfair competition? 

                                                             
 
13- In 1998, USA President Bill Clinton signed a law what called the Digital Millennium Copyright Act (DMCA), which making 
the production of reverse engineering tools or use of them a criminal act punishable by law. Retrieved from:  
http://www.copyright.gov/legislation/dmca.pdf  . 
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6. Is it possible to restrict these exceptions in images that create a balance between the 

interests of the owners of the trade secrets and the interests of society in technology 

transfer? 

7. What are the solutions that we can develop to reduce the risks resulting from using 

these legitimate means?  

Based on these questions, we will divide this study into three chapters: 

In the first chapter, we will define the trade secret and its terms and foundations of 

protection under the JUCTSL. Also, we will tackle the exceptions given on the principle 

of misuse. In the second chapter, we will address the definition the independently 

development and reverse engineering, with evaluate these exceptions under the theory 

of abuse of the right, as well the impacts of its use on the interests of trade secret owner, 

on the community and states' economy, and its role in creating images of unfair 

competition. In the third chapter, we will touch on the legislative solutions that can be 

used to reduce risks that might emerge from using legitimate means, to creating a 

balance between the interests of trade secret owner and the interests of the community's 

in development and the transfer of technology. At the end of this study, we will 

summarize the conclusions identified through this study, and present some 

recommendations that might form solutions in addressing the problematic issue of this 

study. 
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Chapter One 

Definition and conditions of Trade Secrets, and the Style of Protection 

Section One 

 What is the Concept of Trade Secrets? 

Factually, TRIPS agreement did not provide any definition to trade secret, but only, in 

Paragraph (2) of Article (39)14 mentioned the conditions under which the information 

can qualify as a trade secret, in order to deserve protection. 

Jordanian legislation followed the same approach of the TRIPS agreement, and did not 

impose any definition of trade secrets, but only, gave the conditions under which the 

information will be considered as a trade secret15.  

The Jordanian legislator may have acted wisely by not dealing with the definition of 

trade secrets, because he left this role to the judiciary and jurisprudence to apply the 

required conditions in dealing with each case separately; furthermore, since developing 

a specific definition of the information that can be considered a trade secret at the heart 

of law is not recommended, because the information that can be considered trade secrets 

is witnessing rapid progress, and this  may prompt the Jordanian legislature to intervene 

                                                             

14- Article (39), Paragraph (2), of TRIPS Agreement  provides as follows: 

 "Natural and legal persons shall have the possibility of preventing information lawfully within their control from being disclosed to, 

acquired by, or used by others without their consent in a manner contrary to honest commercial practices (10) so long as such 

information: (a) is secret in the sense that it is not, as a body or in the precise configuration and assembly of its components, 

generally known  among or readily accessible to persons within the circles that normally deal with the kind of information in 

question. (b) has commercial value because it is secret; and (c) Has been subject to reasonable steps under the circumstances, by the 

person lawfully in control of the information, to keep it secret". 

15- See Article (4) Paragraph (A) of JUCTSL. 
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and modify the legal rules in line with this development, this is in fact a legal mess that 

would lead to instability in legal rules which is characterized by stability and 

permanence16 . In contrast with the position of the Jordanian legislators, the uniform 

trade secrets act (UTSA) of USA17 has given the definition of trade secrets in Article (4) 

of the first section18.  

Accordingly, a trade secret is a kind of information, and as such, this kind of 

information is virtually without limit. Hence, "the subject matter of trade secrets is 

usually defined in broad terms, and includes sales methods, distribution methods, 

consumer profiles, and advertising strategies, lists of suppliers and clients, and 

manufacturing processes "19. 

Trade secrets may also be defined as "Any valuable commercial information that 

provides a business with an advantage over competitors who do not have that 

information"20.  Moreover, trade secrets "refer to information of confidential or secret 

nature that has commercial value and the holder of which takes reasonable steps to 

protect it from disclosure"21. 

We note from the above definitions that, the word "information" was an absolute term. 

Thus, any kind, form, source or nature of information can be a trade secret if the 

                                                             
 
16- Mahafzah, Qais.  (2011), The Legal Effects of the Protection of Trade Secrets and Inventions “A Comparative Study", Studies 
of Science Sharia and law, Volume 38, Issue1, p 94. 
 
17- The first US legislative definition of trade secrets was contained in section 757 of the Restatement (first) of Torts in USA of 
1939. 

 
18- See Article (4) first section from the UTSA in US, published by the Uniform Law Commission (ULC) in 1979 and amended in 
1985. 
 
19- WIPO website. Retrieved from   http://www.wipo.int/sme/en/ip_business/trade_secrets/trade_secrets.htm . 
 
20- Retrieved from   http://tenonline.org/sref/df10/dfk.pdf . 
 
21- Abbott, Frederick, Cottier Thomas and Curry Francis (1999), The International Intellectual Property System, Commentary and 
Materials, published by Kluwer Law International The Hague: London Boston, part one, p 196. 
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conditions and criteria agreed upon by the member states of the TRIPS agreement, and 

by the WIPO. These conditions are what we will discuss in section two. 
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Section Two 

 The Conditions that Must be Met in any Information to be a Trade 

Secret 

By reviewing of Article (4) of JUCTSL, we find that it stipulates the conditions that 

have to be met in information to be considered as a trade secret, thus, we will discuss 

these conditions in the light this Article which provides:  

"A: for the purpose of this law, any information shall be considered a trade secret if it is 

characterized with: 

1. Being a secret because it is usually unknown in its final form or its precise 

components, or is usually difficult to acquire in the field of persons usually dealing 

with this kind of information. 

2. Having commercial value due to its secrecy. 

3. Being subject, by the proprietor of the right, to reasonable measures in order to 

maintain its secrecy in its current conditions. 

"B: Provisions of this law shall not apply to trade secrets that conflict with the public 

order or public morals"22. 

We may conclude from this Article that these conditions are as follows: 

 

 

                                                             
 
22- See Article No. (4) Of the JUCTSL. 
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1- Confidential Character of Information. 

The most important requirement that must be fulfilled in the information in order to be 

protected under the umbrella of trade secrets law is its confidential nature. Therefore, 

the information must be unknown to the public or to a large group of people who 

specialize in the commercial activity specified. Thus, the information in its final form 

and precision, assembly and component, is not generally known, or accessible to people 

in the middle of dealers in this type of information. 

However "If an individual discloses his trade secret to others who are under no 

obligation to protect the confidentiality of the information, his property right is 

extinguished"23. But the degree of confidentially here does not have to be absolute24. 

"Confidentiality does not cease to exist if they were reached by the owner of the same 

field, and legally independent from each other"25 as long as they take the necessary 

steps to keep it secret, and at the same time, check their economic and competitive 

advantage in the face of their peers and competitors who do not know it. This is  known 

as relative secrecy26, which means knowing this information by a small number of 

people does not lead to the demise of a secret recipe, although, it does not require the 

                                                             
 
23- Dexter, Douglas E and Park, Valerie R. (2003), Protecting Trade Secrets in Knowledge-Based Industries, Farella Braun + 
Martel LLP, p 10, retrieved from: http://www.fbm.com/files/Publication/856a6ff2-cef7-4f26-b812-
c25c6dabdfba/Presentation/PublicationAttachment/c804933e-b6d9-4180-9dc2-c2d4103f05f1/1074C1FF-0DCB-41E5-92E7-
5F778F1F7AA7_document.pdf . 
 
24- Supra note No. 16, p 95. 
 
25-Mohammadein, Jalal wafa (2002), The Idea of Technical knowledge and legal Basis for the Protection, (Egypt: Journal of legal 
research and economic development; Sixth Conference of the Faculty of Law, Mansoura University; under the title: the effects of 
legal, economic and political globalization, Part I, p 445. 
 
26- Judge sentences were issued in the U.S. late last century, and take the concept of absolute secrecy in the sense that there will be 
a complete secret until we can say there is a trade secret. In fact, the concept of absolute secrecy was commensurate with the simple 
shapes of the project capital, which was prevalent in this era of time. It was been employed in the project very little   compared to 
what it is now. At that time, the phenomenon of labor mobility between different projects and the heterogeneity in the equality of 
activity were not in the picture as today itself, added to the fact that the techniques and technical knowledge were not of the same 
amount of complexity as today. All of these factors were to allow for the project individually to preserve the confidentiality of 
information completely, but the owner of the project itself was the only one in some cases, and so retained technical information in 
his possession and was passed on between the generations in the context of single-family. By:  Mohammadein, Jalal wafa,  under 
the title ( Protect Trade Secrets and Technical knowledge). Retrieved from: http://www.w-tb.com/wtb/vb4/showthread.php?13950-
%CD%E3%C7%ED%C9-%C7%E1%C3%D3%D1%C7%D1-%C7%E1%CA%CC%C7%D1%ED%C9-
%E6%C7%E1%E3%DA%D1%DD%C9-%C7%E1%CA%DE%E4%ED%C9. 
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availability of protection, to enjoy all components of confidentiality, but enough to be a 

secret only the assemble these components or elements.  

Within this framework, "Protection under the law of trades secret extends beyond the 

realm of patent law by giving the holder of trade secret perpetual protection, so long as 

the information remains a secret"27.  Moreover, "trade secrets do not have to meet the 

stringent requirements of novelty, usefulness, and non-obviousness to quality for 

protection"28. 

Eventually, there are some factors to be considered in determining whether a given 

information or know-how as one's of trade secret, which are cited in Restatement (first) 

of Torts of USA, section 757, comment (b), which can be used to check the availability 

of the element of secrecy in the information, and, It is noted that many judicial decisions 

have relied upon in determining whether a trade secret exists, These factors are: 

(1) "The extent to which the information is known outside of his business. 

(2) The extent to which it is known by employees and others involved in his business. 

(3) The extent of measures taken by him to guard the secrecy of information. 

(4) The value of information to him and to his competitors. 

(5) The amount of effort exerted or money expended by him in developing the 

information. 

(6) The ease or difficulty with which the information could be properly acquired or 

duplicated by others"29. 

 

 

                                                             
 
27- Samuels, Linda B.; Johnson, Bryan K. (1990), The Uniform Trade Secrets Act: The States' Response, 24 Creighton L. Rev. 49, 
49 & nn.1-2. 
 
28- Thomas F. Cotter, (1996), Conflicting Interests in Trade Secrets, 48 Fla. L. Rev. 591, 593. 
 
29- See Section 757 comment (b) of the Restatement first of Torts for year 1939 in USA. 
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2- The Commercial Value of Confidential Information. 

 Confidentiality alone is not enough to make information into a  trade secret, but it must 

have  commercial value, which provides the owner with a competitive advantage over 

his competitors, for instance by giving  him the benefit of increased profits or 

minimized losses, or attracting customers.  

The economic value of the information is associated with secrecy, which means, the 

value of information decreases according to an increase in the number of its holders. 

Furthermore, "the confidentiality of the information adds value to the information itself, 

that added value (actual or potential) is the property of the owner of the secret "30. 

Moreover, it is enough to achieve the requirement of the existence of economic value of 

the information, with the possibility to turn this confidential information into economic 

value in the future, so it does not have required economic value in the present. "The 

“potential value” would seem to indicate that those secrets which have been obtained, 

but not yet put to use, may be protected"31, also, the information that has a value of 

negative or inverse may be protected that includes information that takes a long time of 

the research, which reveals that certain operations are useless. However, "under the 

UTSA, the two critical factors for trade secret status are commercial value and secrecy. 

Once commercial value and secrecy have been established, the focus of the inquiry 

shifts to the defendant's conduct in obtaining the trade secret"32. Therefore, "A trade 

secret has commercial value if it derives independent economic value from being secret 

                                                             
 
30- Supra note No. 23, p 10.  

   
31-Swiller, Jennifer Felicia, (1994), the Secrets of Success: Confidential Business Information in the Czech and Slovak Republics, 7 
Transnat'l Law. 497. 

 
32-Slaby, David W, Chapman, James C. and  O'Hara, Gregory P ,( 1989), Trade Secret Protection: an Analysis of The Concept 
“efforts Reasonable Under The Circumstances to Maintain Secrecy” , Santa Clara Computer & High, Tech. L. J. 32 1, p 324. 
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or if substantial time and money would be required of a competitor to develop the same 

information"33. 

Based on the foregoing, we find that the UTSA was clearer and more detailed in the 

requirement of the economic value of information compared with the TRIPS Agreement 

and the JUCTSL, through the requirement that the commercial value of information is 

intrinsic and independent value, in other words, this information has commercial value 

because of introversion on the type of novelty, even if it is relatively, because here, it is 

not required to be an absolute novelty, like that for patents34.  

To identify economic value, the Restatement (first) of Torts in USA 35 "requires that the 

trade secret information be actively used in the owner's business.  However, the UTSA 

did not incorporate the continuous use requirement, thus allowing protection for single 

or ephemeral events and negative information"36. 

Moreover, "Evidence of the information advantage may be direct or circumstantial"37. 

The Circumstantial evidence of a trade secret's value includes: "A-Investment of 

resources in the production. B- Precautions taken to protect the secret. C- Willingness of 

others to pay for the secret. D- Use of the secret in the operation of a business 

                                                             
 
33- Ibid, p 324. 

 

34- In the patent, the invention must be completely new, and unknown before. This type of novelty of invention is required to be 
unknown at any time or place, whether in the State in which the application for a patent or otherwise. In other words, the invention 
must be a new addition to the intellectual public domain. See, for example, Jordanian Patent Law No. 32 of 1999, in Article 3, 
paragraph A/b/c.  

 
by Trade Practices , 1Interference with Business Relations Part , 9 in USA Division ,)1939(757 of Torts § ) First(Restatement  -53

General Principle which —s Trade Secret'Liability for Disclosure or Use of Another757 llaneous Trade PracticesMisce. 36Chapter 
is liable to the other if, without a privilege to do so, s trade secret'One who discloses or uses another :provides 

a) he discovered the secret by improper means, or b) his disclosure or use constitutes a breach of confidence reposed in him by the 
other in disclosing the secret to him, or   
c) he learned the secret from a third person with notice of the facts that it was a secret and that the third person discovered it by 
improper means or that the third person's disclosure of it was otherwise a breach of his duty to the other, or  
d) He learned the secret with notice of the facts that it was a secret and that its disclosure was made to him by mistake. 

 

36-Majdali, David G, (2000) Trade Secrets Versus The Internet: Can Trade Secrets Protection Survive In The Internet Age? 22 
Whittier L. Rev.125 . 

 

37- See, Metallurgical Industries v. Fourtek, United States Court of Appeals, 790 F.2d 1195 (5th Cir. 1986).  
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competitors; and E- The value of the information to the employer. And F- The ease or 

difficulty with which the information could be acquired or duplicated by others"38.  

3- Taking Reasonable Measures to Maintain Secrecy of Information 

This condition is the third condition that must be met in any information that constitutes 

a trade secret, as mentioned in Article (39/2) of TRIPS Agreement, which was adopted 

by the Jordanian legislator in Article (4 / A / 3) of JUCTSL. 

While the UTSA in Article (4) of the first section provided what the owner of trade 

secret must do in order to maintain the confidentiality of the information that reached it, 

so that, the owner of trade secret is required to take reasonable measures within the 

framework of the current situation to maintain secrecy. 

 We note here that these legislations did not mention any of the procedures or examples 

to be followed to achieve this requirement, but it left the door open to the national 

judiciary to check on the availability of the requirement of reasonableness for each case 

separately. Therefore, it is insufficient to give protection to the information if it is 

confidential and has commercial value, but it is also necessary to its owner to adopt the 

procedures and measures which are necessary and sufficient to maintain confidentiality, 

"by act in a way to prove his desire to maintain the secrecy of such information "39. 

But what kind of efforts and procedures may be considered reasonable? 

                                                             
 

, Trade Secrets in the Age of Federal Computer Legislation: Protection of Intangible Business Assets, )2012(, Edward T,  Ellis-83
.803CLE -ALI004 SU 

 
39-Mahafzah, Qais, (2004), Trade secrets in the scope of intellectual property rights, WIPO National Seminar on Intellectual 
Property for faculty members and law students in the University of Jordan, organize the World Intellectual Property Organization 
(WIPO) in cooperation with the University of Jordan: Amman, p 3. 
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In this regard, comments to the UTSA states: "the courts do not require that extreme and 

unduly expensive procedures be taken to protect trade secrets "40, because "doing so 

would require over-investment in protection, potentially reducing innovation and 

creating inefficiencies, and would dampen the spirit of inventiveness"41.  

Therefore, Efforts that are reasonable under the circumstances are: " those actual efforts 

directed at specific trade secrets which are rigorous enough to force another to use 

improper, unethical or illegal means to discover or make use of trade secrets "42, But it's 

not necessarily have to be huge so that to makes it impossible to discover . 

 These circumstances have led many courts of different countries considering each case 

presented to them separately, in order to ensure that there are reasonable measures taken 

by the owner of the right to information to maintain confidentiality. Here, however, the 

burden of proof rests on the owner of the information who claims to confidentiality, but, 

if he fails to demonstrate that he has taken reasonable measures necessary to maintain 

the confidentiality of his information, he loses the right to his information as 

confidential.  Furthermore, "reasonable efforts must be taken to guard secrecy of the 

information. A single form of effort to maintain secrecy is often found to be an 

inadequate measure"43. 

Measures that must be taken by the holder of the information to preserve confidentiality 

are different, as they depend on the nature or value of the information or the type of 

                                                             
 
40-Fenwick & West LLP, law firm in USA, Trade Secrets Protection, retrieved from  

 https://www.fenwick.com/FenwickDocuments/Trade_Secrets_Protection.pdf  , p.3.  
 

Douglas  :369,  355,The Economic Structure of Intellectual Property Law, )0320. (Richard A,  and Posner,William M, Landes-14
Retrieved from , LichtmanLaw_Property_Intellectual_Of_Structure_Economic_The/8189326/edu.academia.www://http   

 
42- Supra note No. 36. 

 
43- Gibbons, Robert Graham, and Vogel, Bryan J, (2007), The Increasing Importance of Trade Secrets Protection In The 
Biotechnology, Pharmaceutical and Medical Device Fields, 89 J. Pat. & Trademark Off. Soc'y 261, p 283 . 
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economic activity which they use, or even the degree of risk in disclosing this 

information44.  "An objective test is applied to determine whether information is truly 

confidential. Simply marking document with the words "Private and Confidential" will 

not suffice if the contents are commonplace and lie within the public domain"45. In 

addition to the above," efforts must be actual, affirmative measures, and mere intent to 

maintain secrecy is not enough.  The law also requires such efforts to be a continuing 

course of conduct, signaling to all concerned that the information is secret"46,but "the 

trade secret owner is not required to guard against the unanticipated, undetectable, or 

unpreventable methods of espionage now available "47. 

The following are the most prominent measures that can be taken to protect the 

information: 

1- "Limiting access to classified information and disclosing it only on a need-to-know 

basis"48. 

2- "Adopting passwords or codes on classified information".49 

3- Limiting access of visitors to any secret machines in the factory or workshop or 

anywhere else, or impose confidentiality obligations on Visitors . 

                                                             
 
44- supra note No 16, p 96. 

 
45-Bainbridge, David I (1994) Intellectual Property, (second edition) Published by Pitman: in United Kingdom. 
   
46- See Electro–Craft Corporation, Respondent, v. Controlled Motion, Inc, Nos, C7–81–894, C0–81–1188.April 15, 1983, 
Supreme Court of Minnesota.   

 
47- See, E.I. DuPont De Nemours & Company, Inc., Plaintiff- Appellee . V. Rolfe Hristopher et al., Defendants-Appellants, No. 
28254.July 20, 1970, Rehearing Denied and Rehearing En Banc Denied Aug. 25, 1970.United States Court of Appeals, Fifth 
Circuit.   

 
. J. Nw9  ,359p ,7Issue ,9Volume  , For Trade Secrets Protection in ChinaStrategies, )2011 (, GuopingDa and  J Benjamin,Bai -84

.351. Prop, Intell& . Tech  
 

49- Ibid, p 359.  
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4- Conclude non disclosure agreements with employees or with people who can see the 

confidential information for the completion of the work, or the need to trade, which 

defines how the third-party may use the information. 

5- Labeling Trade Secret Information, also, "notice of proprietary interests on tape 

devices, documentation, user manuals, program listings and initial screen 

displays"50. 

6- "It installed magnetic locks on entry doors permitting access only by authorized 

personnel, procedures for the control of access of its documentation, additional 

guards, TV cameras, sensors, locked cabinets, safes and computer-controlled access 

systems"51. 

7-  Prevent employees "from visiting either the manufacturing area or laboratory areas 

where manufacturing techniques are perfected"52. 

8- "If possible, perform different steps in the manufacturing process at different 

locations"53. 

9- Encryption of confidential information by an encryption system in a way that makes 

access by non-authorized persons impossible, using unnamed or coded ingredients. 

10- Destruction of documents or papers that may contain trade secrets after the 

completion of use. 

11- Internet monitoring by the owner of the trade secret, and in the case of disclosure, to 

seek an injunction before Spread of the trade secret among the public. 

                                                             
 
50-Gobey, Nancilynn B, (1988), Trade Secret-The Most Widely Used Method of Protecting Proprietary Interests in Computer 

.291. Rev. L. U. Cap17 ?  Is It The Most Effective,Software 
 

51- Ibid. 
 
52- Ramsay, John T, (June, 2009), Trade Secrets: Law and Practices General Editors: David W. Quinto and Stuart H. Singer, 
Oxford University Press Inc, 44 les Nouvelles 137. 
  
53-  Ibid. 
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12- Install firewall electronic barriers in order to prevent unauthorized access to 

computer to protect your company from hackers. 

 

4-Trade Secret must not be Contrary to Public Order and Public Morals 

In fact, this condition is not contained in the TRIPS Agreement, but this requirement 

was added by the Jordanian legislator in Article (4) Paragraph (b) of JUCTSL which 

provides:  The provisions of this law shall not apply to trade secrets that conflict with 

the public order or public morals. 

This condition is based on the idea of maintaining the beliefs and social traditions in 

order to prevent entry of anything contrary to the beliefs of the community; it is known 

that, this principle is universally recognized54. Therefore, each state has been given the 

right to prevent any action or conduct contrary to public order or public morals. 

As is known, the idea of public order and public morality is variable and varies from 

one country to another and from one time to another in the same country. So, what is 

allowed in a country may be prohibited in another, and what was forbidden in the past 

in a particular country may be allowed at the present time in the same country, and vice 

versa.  This idea is mainly adopted to exclude the application of foreign law, and thus, 

courts may apply foreign law as required by the base attribution, unless its application 

constitutes a breach to public order in the State or such courts55.  

                                                             
 
54-The idea of allowing countries to restrict trade on moral grounds was first proposed in November 1945 by the United States, this 
proposal was made during the early stages of the legal drafting of the GATT  founding agreements. 

 
55- Mahmud, Sultan Abdullah,(2010), Defense for Public Order and its Impact,  Rafidain Of  Law Journal, Vol. (12), No. (43), P 
94. 
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Exception of public morals, as agreed upon in the GATS negotiations, two relatively 

minor clarifications only offered "one of them, the negotiators decided to explicitly 

invoke the concept of “public order” within the text, this act definitively resolved any 

ambiguity around whether measures to protect public security could fall under the 

public morals exception"56. 

In fact, from the perspective of the researcher, the condition that the trade secret must 

not be contrary to public order or public morals is unavailing in many cases, and 

difficult to apply on the ground. The reason for this is that the confidential information 

that constitutes a trade secret is known only by their owners; therefore, we cannot know 

if this information is contrary to public order or public morals. For example: in Muslim 

countries, eating of pork or lard or the use of it in the food industry is contrary to public 

order and morals and religious beliefs, so, what if there was a trade secret used in a 

mixture of a particular type of food or drink, for example, Kentucky (KFC), or Coca-

Cola, and the components of this recipe contain traces of pork or its lard? In this case, 

how can we know that the trade secret is contrary to public order and morals, except in 

the case revealing it? Thus we cannot know that the trade secret is contrary to public 

order and public morals. 

Therefore, in regards to the three previous conditions, we can be practically sure of their 

availability even under trade secrets, and without the needed disclosure. However, this 

condition may be applied effectively in the patent, which requires prior disclosure of the 

full information of the invention, thus, we can be sure that the invention is not in breach 

of public order or public morals. 

                                                             
 
56- Wu, Mark, (2008), Free Trade and the Protection of Public Morals: An Analysis of the Newly Emerging Public Morals Clause 
Doctrine, Vol. 33: 215, p 220, 33 Yale J. Int'l L. 215. 
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 It should be noted that the UTSA did not mention such requirement when dealing with 

the conditions that must be met in a trade secret. 

In the researcher's view, such a requirement is unnecessary in trade secrets law because 

the idea of public order and public morals originally inspired from the life of society 

and beliefs and other legal sources, such as the constitution. Therefore, the court has the 

right to clarify if the matter is contrary to public order or public morals on a case by 

case basis, either on its own or through a claim by opponents.  
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Section Three 

 Legal Protection of Trade Secrets against Misuse 

In fact, "TRIPs agreement does not require that laws for the protection of undisclosed 

information take a particular form"57. However, through the legal protection of trade 

secrets, organized by the TRIPS Agreement under article (39/2)58, we note that, the 

TRIPS Agreement protects trade secrets through the rules of repression of unfair 

competition established by the Paris Convention. Likewise, the Jordanian legislator 

acknowledged the protection of trade secrets under the JUCTSL in Articles (6, 7). But 

before discussing this subject, it must be noted that Article (5) Paragraph (A) of 

JUCTSL showed who the owner of the trade secret is, this Article provides: "The person 

lawfully in control of the trade secret is every person having the right of its disclosure, 

using and keeping"59. 

Through a close look at this paragraph, it is evident that the Jordanian legislator 

explained what the authorities granted by the law to the owner of the trade secret. These 

authorities are:(1) the right to disclose the trade secret, and (2) the right to keep it secret, 

as well as, (3) the right to use it. 

                                                             
 

57- Supra note 21, p 198. 
 
58- Article 39, paragraph 2 from TRIPS Agreement provides as follow: 
"1-In the course of ensuring effective protection against unfair competition as provided in article 10 bis of the Paris Convention 
(1967), members will protect undisclosed information in accordance with paragraph 2 and data submitted to governments or 
governmental agencies in accordance with paragraph 3. 
2-Natural and legal persons shall have the possibility of preventing information lawfully within their control from being disclosed 
to, acquired by, or used by others without their consent in a manner contrary to honest commercial practices so long as such 
information: 
a) Is secret in the sense that it is not, as a body or in the precise configuration and assembly of its component, generally known 
among or readily accessible to a person within the circles that normally deals with the kind of information in question: 
b) Has commercial value because it is secret; and 
c) Has been subject to reasonable steps under the circumstances, by the person lawfully in control of the information, to keep it 
secret". 
 
59- See, Article (5), Paragraph (A), of  JUCTSL. 
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In fact, it is clear that the Jordanian legislator stipulated that these three authorities 

mentioned above shall be available in the same owner of trade secret. This means if one 

or two of these authorities granted to a particular person, here, this person does not 

consider the owner of the trade secret, but just the user of this secret. In fact, it may be a 

glitch in the wording that may have a significant impact on the owner of the trade 

secret, especially in the case of so-called license contracts. 

Thus, the licensee to use the trade secret under the definition contained in Article (5), 

Paragraph (A) is not considered the owner of the trade secret, but he is just the user of 

this secret, because he is not owned the same obligations that entitled to the original 

owner, for example, to take reasonable steps to keep the trade secret, unless there is an 

express provision in the contract. But in the absence of such a text, many problems will 

arise in the application. In addition, Paragraph (b) of the same Article provides as 

follows: "The person lawfully in control of the secrets may prevent any person from 

misusing the protected trade secrets pursuant to such law"60. 

This paragraph deals with trade secrets on the grounds that it is an exclusive right, so 

that the owner of trade secret  is entitled to prevent anyone else from using one of the 

authorities conferred upon him or detract from those authorities, which are mentioned in 

Paragraph (A). 

In order to give this subject their right in explain, we will discuss the legal protection of 

trade secrets under the umbrella of JUCTSL. 

 

                                                             
 
60- See, Article (5), Paragraph (b) of JUCTSL. 
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A- Legal Protection of Trade Secrets under the Umbrella of JUCTSL 

Article (6) Paragraph (A) of JUCTSL, considered that, any exercise of the authorities 

conferred by the law to the owner of the trade secret in a manner contrary to honest 

commercial practices and without his consent is misuse of trade secret, this Article 

provided as follows: "Any person obtaining, using or disclosing trade secrets in 

violation of the honest commercial practices, without the consent of the person lawfully 

in control of such trade secrets, is deemed misuse of the trade secret"61. 

We understand from this paragraph that, where anyone who has obtained a trade secret 

owned by another person, or used it or disclosed in a manner contrary to honest 

commercial practices and without the consent of its owner, is a misuse of a trade secret. 

However, the question that arises here: Is the presence of the owner's consent to transfer 

of his authorities, or one of them is enough alone to make the act of the third party 

outside the framework of unfair commercial practices? 

In fact, from the perspective of the researcher, the consent of the owner alone to grant 

his authority or part of it, is not enough to consider that the acts of the third party (may 

be a licensee) outside the framework of unfair commercial practices. The reason for this 

is that, the owner's consent for use of the trade secret may be available for a third party 

to exercise one of his authorities on the trade secret, such as the use of trade secrets in 

the manufacture of the product, but the third party may be acting in a manner contrary 

to honest commercial practices, for example: if the third party has obtained the consent 

of the owner of the trade secret in order to use the trade secret in manufacturing a 

certain product and selling it in the market, then the third party has sold the product in 

                                                             
 
61- See, Article (6), paragraph (A) of JUCTSL. 
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the market at prices far lower than the price offered by the owner of the trade secret who 

uses the same trade secret. or that third party has sold this product intentionally to one 

of the competitors at a price far lower than the price offered by the owner of the trade 

secret who used the same trade secret in his business, or the third party may deliberately 

reveal the trade secret to all of his employees, or does not take any reasonable 

precautions to keep the trade secret. In this case, despite the presence of consent from 

the owner of the trade secret to use it, but here he acts in a way contrary to honest 

commercial practices. Accordingly, two conditions must be provided together until the 

act of a third party lies outside the framework of the so-called misuse of trade secret, 

these two conditions are: 

1- the consent of the owner of the trade secret to grant full authority over the trade 

secret, or any part thereof, to a third party. 

2- The action of the third party must not be contrary to honest commercial practices 

with regard of the authorities that transferred to him from the owner of the trade 

secret. 

In addition, Article (6) Paragraph (B) of JUCTSL provides as follows: "For the purpose 

of applying provision of paragraph (A) of such article, the following shall be deemed 

violation of the honest commercial practices: 1- Breach of the contracts.  2-Breach and 

inducement to breach of trusted secrecy of information. 3- The acquisition of trade 

secrets by third party who knows, or is able to know that such parties acquisition of 

such secrets was a result of violating honest commercial practices". 

This paragraph mentions some forms of practice which constitute a breach of the rules 

of honest commercial practices. These forms mentioned, for example, but were not 
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limited to, which linked with paragraph (A) of Article (6). The reason for this that, these 

forms of infringement relate with the assault on the authorities of the owner of the trade 

secret, which committed without consent of the owner of the trade secret. Therefore,   

we will study these three forms, which are contrary to honest commercial practices in 

detail, which are called "improper means"62.  

1. Breach of the Contracts. 

Article (6) Paragraph (b /1) of JUCTSL considered breach of contracts is a contrary to 

honest commercial practices. In this paragraph, the term "contracts" is reported without 

specifying whether it is written or oral, therefore, the contracts intended here are all 

contracts in all its forms, within the broad concept including written and oral contracts, 

whether the parties are represented thereto personally, or through modern electronic 

means, such as e-mail or mobile, or fax, providing that proof of contract existence, with 

allowing the use of all means of proof. 

Actually, with respect to the owner of trade secrets "it is common to use a contract to 

identify and protect trade secret information, because the contract may be used as the 

basis for both a trade secret claim and a breach of contract action"63. However, if the 

third party used the trade secret information to violation of an express agreement "trade 

secret law provides a variety of incentives to bring a trade secret cause of action"64. 

Nevertheless, if the owner does not have a trade secret infringement claim, but rely 

                                                             
 
62- The Restatement (first) of Torts § 757(A) in USA is explicit in providing for the improper means cause of action. According to 
the Restatement, one who discloses or uses another's trade secret without a privilege to do so is liable to the other if he discovered 
the secret through improper means. The Restatement defines improper means as “means which fall below the generally accepted 
standards of commercial morality and reasonable conduct. 

 
p ,  47.J.L. Prop. Intell. Tex16 ? A Forgotten Dance Partner-he Contract in the Trade Secret BallroomT, )2007 (.Alan J , Tracey-36

 .69  
 

64- Ibid, p 69. 
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upon a breach of contract claim then "he is required to establish all of the essential 

elements of a contract claim"65. 

Practically, Many commentators argue that "these types of agreements protect trade 

secrets far better than the common law of trade secrets "66, because, "the burden of 

proving the elements of a trade secret claim is much higher than enforcing a valid 

confidentiality or non-compete agreement "67.  But here, "The owner must prove that 

the defendant failed to perform a legally enforceable promise of the defendant's to the 

plaintiff, even if only implied.  In short, that the defendant breached a contract"68.  

The use of written contracts and agreements is one of the best ways to protect trade 

secrets from misuse.  Moreover, these contracts may contain terms and privileges better 

than those granted by trade secrets law, and also, because they provide ease in proof. 

It is worth mentioning that, Article (202) Paragraph (1, 2), of Jordanian Civil Law 

(JCL)69 entailed that parties of the contract should behave in a manner consistent with 

what is dictated by the principle of good faith, and the contract shall not be limited to 

obliging the parties about to what was stated, but also to include what may be 

considered as one of the requirements of the contract, in accordance with the law, 

customs and the nature of the act. 

                                                             
 
65-Sandeen, Sharon K. (2005), A Contract by Any Other Name is Still A Contract: Examining The Effectiveness of Trade Secret 
Clauses to Protect Databases, Volume 45 ,No 2, P 148, 45 IDEA 119. 

 
29  ,Inc, Associates& Burmeister . Employer Vicarious Liability in Hagen V& Trade Secret Theft  , ) 2002(.Tanya J, Dobash -66

.10p , 375. Rev. Mitchell L. Wm 
 

67- Ibid, p 11. 
 

. Rev. L. Prop. Intell. Marq16 , The Trade Secret Illustration: Property= Tort + Contract , )2012 (,Matthew Edward ,Cavanaugh-68
.427 

 
69-Article (2020 of JCL  provides as following:  

  1- Contract shall be performed according to its provisions and in a manner consistent with the requirements of good faith, and  
2- The Contract shall not be limited to the obligate of the contracting party by its provisions, but shall also include what the law, 
custom and the nature, of the disposition attach thereto. 
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2. Breach and Inducement to Breach of Trusted Secrecy of Information. 

Breach of duty to maintain the confidentiality of information is a violation of fair trade. 

This duty is imposed by the law, and also may be imposed by the contracts, especially 

in the field of business information that constitutes a trade secret. 

The protection of trade secrets is usually based on the existence of a confidential 

relationship with the other party who receives this information, in the light of the 

restrictions imposed by law, or imposed by contract. 

 However, if a party obtains a confidentiality agreement but does not deal with the 

information as a secret "the court will not recognize the trade secret. Logically, if a 

party desires to use a non-disclosure agreement to establish its trade secret rights but 

does not adhere to the applicable requirements of the agreement, it is not entitled to the 

benefits under that agreement"70. 

Confidentiality relationship may exist between partners, or between an employer and 

his employee "If a former employee after having set up his own company in the same 

sector as the former employer, a breach of confidence on the part of the former 

employee occurs, it should be considered as act of unfair competition"71. 

Usually, in relation to the employee, the law presumes the existence of a confidential 

relationship between the employer and the employee for the purposes of trade secret 

protection. Accordingly, the responsibility for the misuse of the trade secret has been 

realized in the event of disclosure of the trade secret to someone else, without the 

                                                             
 
70- Supra note No 63, p 67. 
 
71- Supra note No 43, p 277. 
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explicit consent, or implied of the owner of the trade secret by the person who received 

confidential information. 

Likewise, the inducement to breach the duty of confidentiality makes the responsibility 

for the misuse of trade secret available, and here, the responsibility for  breach of 

confidentiality may rests on two parties,(1) the person who committed the act of 

induction to the violation of confidentiality, and (2) the party who actually breached the 

confidentiality, and disclosed  this information. 

3-The Acquisition of Trade Secrets by a Third Party who knows, or is able to know 

that such Parties' Acquisition of such Secrets was a Result of Violating Honest 

Commercial Practices. 

This violation is based on the presence of three parties: (1) the owner of the trade secret, 

(2) someone who got a trade secret through improper means, (3) the party who obtained 

a trade secret and he had known, or is able to know that, the party who revealed the 

information to him, had used improper means to obtain trade secrets72. 

Improper means "constitute intentional conduct involving some sort of stealth, 

deception or trickery, including theft, bribery, misrepresentation, breach or inducement 

of a breach of a duty to maintain secrecy, or espionage"73, when the claimant prove that, 

the third party did not has consent to use or disclose the trade secret, he or she must 

establish that the defendant "(1) used improper means to acquire knowledge of the trade 

                                                             
 
72- The UTSA  under definitions in section (1) part (2) paragraph (b)  defines misappropriation of trade secrets as  
B) at the time of disclosure or use knew or had reason to know that his knowledge of the trade secret was: 
I) derived from or through a person who has utilized improper means to acquire it 
II) acquired under circumstances giving rise to a duty to maintain its secrecy or limit its use 
III) derived from or through a person who owed a duty to the person seeking relief to maintain its secrecy or limit its use 

 
7 ,  importance of State Trade Secret Laws in Deterring Trade Secret Espionagethe, )2009 ( Raymond, Carl and Placid, Pacini-37

.118p ,  101. J.L. Prop. llInte. Buff 
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secret; (2) knew or had a reason to know that the trade secret had been obtained from 

one who used improper means or (3) used or disclosed accidentally acquired 

information and knew or had a reason to know it was a trade secret"74. 

It must be noted here that, the phrase he was able to know, or has a reason to know is 

not obvious, and leads to broad interpretations, which makes the burden of proof 

extremely difficult.  Moreover, Jordanian legislature did not elaborate on this statement, 

or how to apply it. 

Furthermore, building on the concept of the offending text, the responsibility does not 

rest on a third party if he acted in a good faith.  For example, the person who obtained 

the trade secret through improper means deceives the third party through claims that he 

is the owner of the trade secret. 

It is noteworthy in this area that, the JUCTSL in Article (7) thereof, grants the owner of 

the trade secret some rights in the event of misuse of trade secrets by a third party 

through legal procedures that could be taken in the event of the misuse of trade secrets 

which are: 1- Claim for compensation for damages, 2- Urgent precautionary measures. 

 

 

 

 

 

                                                             
 
74- Ibid, p 120.  
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B-The Exceptions of Misuse of Trade Secrets (Legitimate Means) 

Actually, TRIPS agreement did not address the exceptions that are not conflict with 

honest commercial practices with respect to trade secrets, but most laws75 have a 

number of exceptions relating to accessing undisclosed information in a legitimate 

manner which are not inconsistent with honest commercial practices.  

Article (6) Paragraph (C) of JUCTSL mentioned two exceptions for obtaining trade 

secrets in a legitimate manner which is not contrary to honest commercial practices, this 

paragraph provides as following: C- "Individual access to trade secret or through 

reverse engineering shall not be deemed violation of the honest commercial practices"76. 

Under this provision, access to trade secrets in an independent manner, or by what is 

called (reverse engineering) is lawful, and does not violate the rules of fair trade 

practices, this means that the owner of a trade secret has no right to sue anyone who 

uses this proper way to get trade secrets, and he cannot stop their use or their actions. 

In the USA, Restatement (Third) of Unfair Competition § 43 of 1995 indicated to  that 

access to trade secrets independently, or by  analysis of products available to the public, 

is not considered non-legitimate means77, and considered that  the person who obtains 

the trade secret by proper means is free to use or disclose the information without any 

liability.  

                                                             
 
75-For example: UTSA in US, Section 1(1) COMMENT (A), and the Egyptian Law No. 82 of 2002 on the protection of intellectual 
property rights, Article 59.   

 
76- See Article (6) Paragraph (C) of  JUCTSL. 

 
77- The Restatement (Third) of Unfair Competition Chapter 4. Appropriation of Trade Values Topic 2; Trade Secrets § 43 Improper 
Acquisition of Trade Secrets provides as following: “Improper” means of acquiring another's trade secret under the rule stated in § 
40 include theft, fraud, unauthorized interception of communications, inducement of or knowing participation in a breach of 
confidence, and other means either wrongful in themselves or wrongful under the circumstances of the case. Independent discovery 
and analysis of publicly available products or information are not improper means of acquisition. 

 



 

 
 

32

In brief, "independent discovery and analysis of publicly available products or 

information are not improper means of acquisition"78. 

Under UTSA, the discovery of trade secret (1)- independently, or (2)- through reverse 

engineering, or (3)- discovery under a license from the owner of the trade secret, (4)- 

observation of the item in public use or on public display, (5)- obtaining the trade secret 

from published literature are proper means79. Therefore, there is no responsibility for 

the use or disclosure of a trade secret by the person who uses these means to obtain a 

trade secret. 

Meanwhile, the Jordanian legislator in the JUCTSL, mentions only two cases of 

legitimate means to get to the trade secret without any responsibility, these are access to 

trade secrets independently, or through reverse engineering. 

Indeed, these legitimate means to obtain a trade secret may have a significant impact on 

the loss of trade secrets, and thus, may destroy the interests of the owner of the trade 

secret, and may play a significant role in creating an inappropriate environment of 

unfair competition, so we will talk about these impacts in chapter two. 

 

                                                             
 
78- Peterson, Gale R., (1995), Trade Secrets in an Information Age, 32, Hous. L. Rev. 385. 
 
79- See UTSA with 1985 Amendments, comment T, Section 1(1).   

  
 .  
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Chapter Two 

Risks of Legitimate Means on Trade Secrets, and their Role in 

Creating Unfair Competition  

In this chapter, we will discuss legitimate means which are referred to in some 

legislation and juristic views as proper means. Furthermore, we will evaluate these 

exceptions under the principle of abusing the right, as well as, highlight the role of these 

means in impacting on the interest of the owner of trade secret and Community, and the 

negative effects on countries' economies, and their role in creating an atmosphere of 

unfair trade competition. 
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Section One 

Legitimate Means to Obtain Trade Secret 

Article (6) Paragraph (C), from the JUCTSL addressed the legitimate means to get to 

the trade secret, which does not arrange any responsibility towards the person who used 

it, this paragraph provides: "Individual access to trade secret or through reverse 

engineering shall not be deemed violation of the honest commercial practices". 

In general terms ,  the use of trade secrets by a third party without the consent of  its 

owner, or without license to use it under contract, shall be considered as a misuse of the 

trade secret, and the law in this case  applies civil penalties which are represented in 

compensation (in some  times , penalties involve imprisonment and fines)80. However, 

the law has created exceptions by which it is permissible to use trade secrets or disclose 

them without any responsibility on those who used them. These exceptions are:  

obtained of trade secrets independently with separate effort, and reach to the trade secret 

through the use of technology and analysis of the product, which is called reverse 

engineering, we will study both cases in detail. 

First: Independent Development 

This case requires that a person other than the trade secret owner, with totally 

independent effort from the trade secret owner, reaches the same trade secret. This 

                                                             
 

80- Egypt Law No. 82 of 2002 on the Protection of Intellectual Property Rights, in Article (61) provides as following: Without 
prejudice to any more severe punishment stipulated under any other law, any person who uses an illegal means to disclose 
information protected by the provisions of this Law, acquire or use such an information while aware of its confidentiality and that it 
was acquired by such illegal means, shall be punishable by a fine of not less than 10,000 pounds and not more than 50,000 pounds. 
In case of repetition, the punishment shall be an imprisonment for a period of not more than two years and a fine of not less than 
50,000 pounds and not more than 100,000 pounds. 
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means that the trade secret has become the property of another person, in addition to its 

original owner81.  

In this case, trade secret owner "cannot bring a misappropriation action against another 

party who uses or discloses the trade secret if that other party independently developed 

the trade secret information"82, this act "is logical under a property theory because the 

other party did not take the property from the trade secret owner"83. 

From here, the law of trade secrets encourages such a behavior to develop useful 

technology independently, as it increases competition, which is a desirable matter under 

the regime of a free market economy. 

 However, the provisions that govern the subject of independent development did not 

indicated to the interval between the existence of trade secret and its discovery 

independently by another party84.  Furthermore there is no requirement that the third 

party who discovered trade secret through this manner  knows whether there is a trade 

secret  existence or not. Therefore, there is no effect in the existence for knowing or not 

in relation to the independent finder of a trade secret. This is because   obtaining the 

trade secret arises through independent effort, and encourages the development of 

useful technology that can be transferred to others.  

                                                             
 
81-Supra note No. 1, p 229. 

 
82- See, Kewanee Oil Co. v. Bicron  Corp, 416 U.S. 470, 476 (1974), According to the substance of the ruling, "Protection accorded 
trade secret holder is against disclosure or unauthorized use by those to whom secret has been confided under express or implied 
restriction of nondisclosure or by one who has gained knowledge by “improper means,” but trade secret does not offer protection 
against discovery by fair and honest means such as independent invention, accidental disclosure, or “reverse engineering". 

 
83- Supra note No 1, p 229. 
 
84- Jr Siller, Gustavo and Retsky, Jonathan E (1993), Patent and Trade Secret Protection of Computer Technology: Software Law 
Journal, 239, p 258 . 
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In addition, the laws of trade secrets in different countries, including the Jordanian, and 

American laws, grants the finder of trade secret in this manner the complete rights of 

trade secret as the ownership. This allows him to dispose of this trade secret as he 

wishes85. Hence, he has the right to use or license to use or disclose the trade secret to 

the public without any restrictions or conditions or responsibility, which results in many 

dangerous effects. This will be discussed later in this study. 

Second: Reverse Engineering 

Actually, Some infringement on the right to reverse engineer "have been explicit in 

legal rulemaking, others seem implicit in new legal rules that are altogether silent on 

reverse engineering, including TRIPS and the Economic Espionage Act (EEA) of 1996 

"86. 

Theoretically, "Reverse engineering is the process of starting with a finished product 

and working backwards to analyze how the product operates or how it was made"87, in 

other words," reverse engineering is the process by which a completed process or device 

is systematically broken down into its component parts to discover the properties of the 

product with the goal of gaining the expertise to reproduce the product"88. 

From the above, we may see that reverse engineering is a process based on using 

technological means to analyze certain products according to its basic elements, with 

                                                             
 
85- in Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 476 (1974) (stating that trade secret law does not protect against independent 
invention or reverse engineering).Trade secret law provides far weaker protection in  many respects than the patent law. While trade 
secret law does not forbid the discovery of the trade secret by fair and honest means, e.g., independent creation or reverse 
engineering.، 

 
.3p , 1575. J.Yale L:  Law and Economics of Reverse Engineeringthe) 2002(,  SuzanneScotchmer and , PamelaSamuelson-86 

 
87-Lotfi, Mohamed Hossam Mahmoud (2002), Effects of the Convention on Trade-Related Aspects of Intellectual Property Rights 
(TRIPS) on legislation Arab countries, Third Edition: Cairo. 

 
88 - See Revere Transducers, Inc. v. Deere & Co., 595 N.W.2d 751 (Iowa 1999, Supreme Court of Iowa, USA. 
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the aim of obtaining its components and reproducing them in an identical method to the 

original product. Accordingly, it is different from obtaining trade secrets independently, 

in where the third party known that there is a prior existing secret possessed by another 

person.   

It may be said here that, competitors can use the information derived from reverse 

engineering to create either a competitive product or compatible product89, but the 

discovery of the trade secret by reverse engineering does not necessarily mean the 

destruction of a trade secret. Rather, it   depends on how the third-party acts on the 

information it has access to. If he continues to maintain the confidentiality of such 

information, the trade secret remains existent, but perhaps here some limited impacts 

fall on the interests of the owner of the trade secret, given that the existence of a 

competitor who has the same trade secret may contribute to reducing his profits. 

However, the use of reverse engineering to obtain a  trade secret is not absolute, but 

there are some restrictions imposed on the third party in order to be use of this method 

is lawful, and does not rests any responsibility on him. Among the most important 

restrictions are:  

1- If the product which has been reversed engineered was obtained incorrectly, such as, 

buying the product by misappropriated trade secrets, in this case, performed reverse 

engineering on the embezzler product is illegal, therefore the known product must be 

acquired by a fair and honest means, such as the purchase of an item on the open market 

to be reverse engineering lawful90. For example, if the third party stole the product 

                                                             
 
89-Meninsky, Carla (2003), Locked out: The New Hazards of Reverse Engineering, J. Marshall J. Computer & Info. L. 591, P 5. 

 
90-in Jan. 1984 Grogan’s argument wove trade secret, copyright, and contract together in a tight mesh. He asserted that reverse 
engineering of object code by decompilation or disassembly was trade secret misappropriation because the reverse engineer used 
improper means to obtain the trade secret information embedded in the program by making unauthorized copies of the program in 
the course of the reverse engineering process (thereby infringing copyright) and/or by violating anti-reverse engineering clauses of 
shrink wrap license contracts under which they were distributed. At that time, there was much uncertainty about the enforceability 
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which was not presented on the market and performed this product by reverse 

engineering, in this case, the use of reverse engineering is illegal, and the responsibility 

of the third party shall be misuse of trade secrets. 

2- There must be certainty as to the extent to which the interest is transferred in the 

opposite direction to the Product Engineering. If the trade secret owner just licensed the 

third party to use the product for a particular purpose, the third party may only have a 

very limited property interest in the product; from this perspective, if the license granted 

to a someone in order to use a product for specific purposes, and there was a 

commitment in the license contract prevents the licensee using reverse engineering on 

this product, here, the use of reverse engineering in this case by the licensee, is a breach 

of a contractual obligation, and is considered an illegal use of reverse engineering. 

 

                                                                                                                                                                                   
of shrink wrap licenses as a matter of contract law and about the enforceability of anti-reverse engineering clauses in particular. See 
infra Section IV-D for further discussion of the shrink wraps license issues pertaining to reverse engineering of software. See 
(Samuelson and Scotchmer, The Law and Economics of Reverse Engineering, p 28).  
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Section Two 

Evaluation Legitimate means under the Theory of Abusing the Right.  

In fact, in perspective of trade secrets laws, the third party who discovered the trade 

secret through legitimate means considered as second owner of the trade secret, this 

means that he has the same authorities that are granted to original owner of trade 

secret91, which are: the right to maintain the trade secret, use it, and disclose it. These 

authorities come under the laws of trade secrets as absolute authorities. So, there is no 

responsibility on the third party to act toward the original owner92.  

But the question that arises here, if the rights that are granted to the third party is 

constitute rights under the laws of trade secrets, what if the third party disposes in this 

rights in an arbitrary manner, in order to infringe or harm the interests of the original 

owner of trade secret, or with the aim of reaching an illegal objective, under the theory 

of abuse the right? 

To answer this question, a comparison must be established between the positions of the 

laws of trade secrets, including the JUCTSL in protecting of trade secrets against 

legitimate means, and between the JCL under principle of abuse the right, which 

restricts using the right as a general rule. 

                                                             
 
91- Miller, Elizabeth A (1989), Antitrust Restrictions on Trade Secret Licensing: A Legal Review and Economic Analysis, WTR 
Law & Contemp. Probs. 183, p iii. 

 
92- Restatement (Third) of Unfair Competition § 43 (1995), under (Improper Acquisition of Trade Secrets) Comment (b) provide 
that: Proper means of acquisition. Unless a trade secret has been acquired under circumstances giving rise to a duty of confidence, a 
person who obtains the trade secret by proper means is free to use or disclose the information without liability. 
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First: The Protection Provided by the Laws of Trade Secrets against Legitimate 

Means. 

It may be seen that, in trade secrets laws, "independent development and reverse 

engineering, are defenses to a trade secret misappropriation action"93. Thus, if someone 

"acquires proprietary materials independently, or, by reverse engineering the trade 

secret laws are of no avail"94. The result is that, both competitors can manufacture, use 

and sell the same product, if both products were developed independently. Therefore, "a 

trade secret law does not offer protection against discovery by fair and honest means, 

such as by independent invention or by the so-called reverse engineering"95. 

Accordingly, the laws of trade secrets including the JUCTSL do not provide any 

protection to the trade secret in the face of legitimate means96. So that if a trade secret is 

discovered independently or through reverse engineering, the owner of that trade secret 

cannot sue the third party for any act that arises from him in regards to the secret 

information he has obtained, whether by using or disclosing it. Moreover, he cannot 

take any precautionary urgent measures to maintain the confidentiality of his 

information. 

                                                             
 
93- Supra note No 1, p 228-229.  

 
94- Supra note No 84, p 258 . 

 
95-Laster , Daniel, (2006),  The Secret is Out: Patent Law Preempts Mass Market License Terms Barring Reverse Engineering for 

.650p , 621. Rev. aylor LB, Interoperability Purposes. 
 
96-The UTSA expressly defines improper means; it also provides examples of what will qualify as proper means of acquiring a 
trade secret, in the Comment on section 1. Proper means of acquiring a trade secret include, but are not limited to, the following:  
 •Discovery by independent invention؛ 
 •Discovery by “reverse engineering,” that is, by starting with the known product and working backward to find the method by 
which it was developed. The acquisition of the known product must, of course, also be by a fair and honest means, such as purchase 
of the item on the open market for reverse engineering to be lawful؛ 
 •Discovery under a license from the owner of the trade secret؛ 
 •Observation of the item in public use or on public display؛ 
 •Obtaining the trade secret from published literature. 
Retrieved from: http://www.wipo.int/edocs/lexdocs/laws/en/us/us034en.pdf  . 
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In returning to the wording of Article (6) Paragraph (C) of JUCTSL, we find that it is 

absolute, without mention of any restrictions or conditions. In other words, no 

responsibility may result in an act of information reached by the third party through 

legitimate means. Therefore, the absolute freedom to act on secret information 

discovered through legitimate means is a legal right granted to the third party, and this 

party does not assume any responsibility for the arbitrary use of this right, even if he 

intentionally infringes,   or he has the intention to damage other's interests.  

Second: Legitimate Means under the Theory of Abusing the Right. 

The theory of abuse of the Right "is based on justice idea, so no one is allowed to use 

his right to harm or violate the others' rights "97. The right is defined as the merits or 

authorities granted by law to certain persons, and protected by legal means, while abuse 

the right is defined as: exercising the right holder his right in a manner that exceeds the 

limits of the license given him according the law, thus, he is accountable for any harm 

caused to others98. 

However, JCL in Article (61) provides that: "the acting lawfully, contrary to the 

warranty, so, who use of his right in legal way, does not guarantee the resulting damage 

thereof". But when we return to Article (66) of the same law under title of "abuse of 

right", we find this Article places a restriction on the freedom of act in the right granted 

to its holder, this Article provides as follows: 

1- "Must warranty on those who use their rights illegally. 

2- The use of right shall be illegal: 

                                                             
 
97-Abdul Aziz, Ehab ( 2011/2012),  The theory of the abuse of the right in the field of Real Estate, Master Thesis, faculty of law, 
Middle East University, in " ABSTRACT" p M. 

 
98-Sarhan Adnan Ibrahim and Khater Nuri Hamad, (2000), sources of personal rights, the House of Culture: Amman, page 403. 
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a. If the availability of infringement intended.  

b. If the potential interest of the act is illegal.  

c. If the benefit of it, does not commensurate with what affects others from harm. 

d. If it exceeds what settled by custom and habit ". 

Accordingly, and by analyzing the concept of Article (66) of JCL, it turns out that 

exercising the right granted to its holder is not absolute, but is restricted within 

conditions that ensure there is no harm to the interests of others. So the right granted in 

law may not be used in intention to encroach on others' interests, or with intention to 

achieve an illegal objective, and this necessarily involves addressing the principle of 

bad faith in using the right. Moreover, exercising the right may not be allowed, if the 

harm that may fall on others is greater than the benefit obtained by the right holder, until 

the exercise of the right not  be an argument to harm others’ interests. 

 Added to this, exercising right by the owner in a way that exceeds what is acceptable 

through customs and traditions (in comparison with similar cases) shall be deemed 

arbitrary in using the right, and the  liability rests on the right holder, if it resulted in 

harm to others99.  

It may be concluded from the foregoing that, exercising rights in legal acts is not 

absolute, but restricted within the conditions provided in the law to ensure that the 

owner of the right will not encroach in his act on the interests of others in order to 

protect the legal centers and in implementation of justice and equity principles. 

However, abuse the right with regard to the freedom of act granted to the discoverer of 

                                                             
99- Egyptian legislator follow a similar approach in addressing the principle of arbitrariness in using the right, as per article 5 of the 
Egyptian civil law No. 131 of 1948. It provides in Article 4 that: whoever uses his right legitimately shall not be responsible for 
what may arise in terms of harm as a result of it, but Returned in the Article 5 to provides for: use of right, be illegal in the following 
cases:   

 . 1-If intended only to cause harm to others 
  . 2- If the interests to be realized are insignificant   

  . 3- If the interests to be realized are illegal 
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the trade secret by legitimate means, is not applied at all, and is not mentioned in the 

trade secrets laws.  

The question that arises here is: why the theory of abusing the right has not been 

adopted in the field of trade secrets, and whether it is possible to apply this rule to the 

trade secrets under the umbrella of Jordanian legislation? 

In fact, allowance to access to trade through legitimate means, and granting the freedom 

of act to the third party, is based on several theories that justify the use of such means, 

which revolve around: the right to the transfer of technology, and encourage 

development and advancement, research and building upon the others' results, also the 

theory of competitiveness in the markets, as well as elimination of information 

monopoly, which contributed to creating such exceptions , and place them in a 

legislative form. Also, the dependence on these theories by judicial rulings in the 

countries that preceded in this field, (like the USA) had a big role in constancy and 

stability, and rationing it in the legislation of different countries100.  

Although the theory of abusing the right is old and applies in many countries, but These 

theories, indeed, do not take them out. On the contrary, these theories went away in 

finding the justifications that allow the use of these means, and granted absolute right to 

its users to acting on secret information that they reached freely, and without any 

liability or deterrent. This renders such legitimate means as one of the most important 

methods to wipe out trade secrets under the protection of law. 

                                                             
 
100- Supra note No. 1, p 230. 
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But here, is it possible to apply the theory of abusing the right on the trade secrets under 

Jordanian Law? In an attempt to answer this question, reference must be made to some 

legal rules. 

The JUCTSL came within a package of intellectual property laws which were enacted 

in Jordan after its accession to WTO, which is considered as a private law, with the 

purpose of curbing acts that conflict with the fair trade practices, in addition to 

regulating the subject of trade secrets. 

As well is known that, there is a legal rule provides that: private law would restrict the 

public law, so,  the conflict between the private and public shall not occur, but, when 

this occurs in a particular case, then, the provisions contained in the private law shall 

apply. 

 When we refer to the provision of Article (6) paragraph(C) of JUCTSL, it states an 

exception to the principle of misusing trade secrets, so it confirmed that reaching a trade 

secret independently or through reverse engineering is a permissible act, and does not 

conflict with fair trade practices, which were addressed by the same law in Articles (2, 

3) thereof.  Nonetheless, this provision is absolute, so, no restrictions are placed on 

these exceptions methods, which means that, any person obtains trade secrets by these 

means has also owned the same authorities that were granted to the original owner, thus, 

the second owner has the right to discretion in trade secret unconditionally.  

However, JCL is in fact considered the main pillar to the private laws, and all branches 

of private law extend from them. Therefore, it is defined as a group of rules that 

regulate the private relations between individuals of whatsoever nature, indeed, it is a 

public approach which must apply its provisions in cases that not provided in special 
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text, in the other branch of private law, which seceded and became independent from it, 

such as: commercial law or maritime trade law or labor law as examples101. 

Additionally, the suit of unfair competition, as founded by the  judiciary, is based on the 

general rules of tort, which decide that each error causing harm shall entail 

compensation on its perpetrator 102, and in this respect, the French Court of Cassation 

ruled on the same basis, saying that: "the claim of unfair or dishonest competition 

cannot be established only through the legislative provisions for  Article (1382) from 

French Civil Code and thereafter, which entails the presence of error in particular"103. 

Meanwhile, another opinion tended to establish the claim of unfair competition on the 

basis of the theory of abusing the right which is mentioned previously in JCL Article 

(2/66). This means that competitors shall have the right to competition, as long as they 

do not get out on borders legitimate in their actions, but if the competition deviated to 

up to one of the images of abuse the right, then, they committed the misuse their rights. 

However, Jordanian legislature make standard "intention of infringement" or" intention 

to harm" lies in the core of every competition even if it was fair competition. This 

means that he make tort into a form of abuse the right, but on condition that it is 

intentional tort104. 

Practically, the provision of paragraph(C), Article (6) of JUCTSL removed the 

legitimate means to reach to trade secret from the framework of unfair trade practices 

                                                             
 

101- See Article (1448) of JCL, and the decision of Jordanian Court of Cassation No. 1829/ 2013 dated 23/01/2014, and 
No.272/1967 dated 20/08/1967. 
 
102-Taha, Mustafa Kamal, (1971),  the brief in the Commercial Code, Part I, the modern printing and publishing Egyptian writers, p 
621. 
 
103 - See the French Court of Cassation decision, the date of 23 / 2 / 1965, Quoted from: ( Wahba, Alameer  Mohammed Yusuf, 
The error images in a lawsuit of unfair competition), PhD Thesis, Cairo University, p 116. 
 
104-Hamdan, Maher Fawzi (1999), Trademark Protection "A Comparative Study" Publications of the University of Jordan: Amman 
p 13. 
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and imparted its legitimacy. Yet it did not address the question of abuse by using these 

means with the intention to infringe or to intentionally damage the interests of others. 

However, the discoverer of a trade secret is granted the right to dispose a trade secret as 

if he was the original owner. We can conclude this, through the release the text, and 

from the judicial interpretations that settled in this regard.  

Accordingly,  from the researcher's perspective, whereas the provision of paragraph (C), 

Article (6) of JUCTSL did not address the question of abuse of using the right granted 

to third party who used these means, and whereas the question of abuse the right is 

subject to the rules provided for in JCL, so, whereas Civil Law is a general approach 

that should realize the provisions in the case of no provisions in a certain case in a 

branch of private Law, therefore, nothing  prevented from applying the provisions of 

Article (66) of JCL on the rights granted to the third party who obtained trade secret 

through using legitimate means, This application, will contribute to avoiding bad faith 

that might arise from the freedom to act.  

Thus, if JUCTSL has allowed do this act itself (use legitimate means), but it does not 

mean to permit arbitrary use of this right. Due to it does not address the requirements of 

the act resulting from these actions, and therefore, the actions resulting from these acts 

are subject to the general rules of JCL, in the event of arbitrariness in using the right. 

According to this, if the third party disposes of trade secret, intentionally in order to 

harm the interests of the owner of the trade secret, this is considered abuse the right, and 

subject to the provisions of Article (66/2) of JCL. 

Moreover, if the third party revealed trade secret to the public despite its lack of 

importance in contributing to the technological development , but at the same time 
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constitutes the capital of certain corporation, here shall be considered arbitrariness in 

using the right, because the benefits of  act does not commensurate with what befalls the 

other of harm. 

Furthermore, when a competitor enlists some experts to use reverse engineering against 

competitors' product in bad faith, in order to disclose it to the public and destroy his 

competitors, and does not intend to develop and advance the technology transfer, in this 

case, the interest envisaged in the act is illegitimate. Added to this, when the third party 

produces the same product with dumping the markets in much lower prices, in contrast 

to acceptable prices among the traders, it shall be deemed to override what is 

established in the customs and tradition, is considered to be a form of arbitrariness in 

using the right. 

Based on what has been mentioned, if one of image of abusing the right is manifest in 

any disposition brought by the third party, it will be subject to the provisions of Article 

(66) of JCL, and thus, compensation will fall on the third party who is right misused. So  

the implementation of theory the abuse of the right on the rights granted to the third 

party according to  paragraph (C), Article (6) of JUCTSL will be a means of granting  

more protection of trade secrets against of  legitimate means. 
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Section Three 

The Risks of Legitimate Means on the Interests of the Owners of Trade 

Secrets 

In point of fact, obtaining  the trade secret by legitimate means will bring very 

dangerous effects to  the interests of trade secret owners, especially if the trade secret 

constitutes the capital of the corporation, estimated at hundreds of millions and perhaps 

in excess of  milliards of dollars, for example, Pepsi, Coca Cola105, Kentucky. 

Companies like this exert a lot of effort and costs and time to protecting these secrets, 

because they contribute to the core of their competitive position106.  

Also, as we mentioned earlier, the third party becomes another owner of trade secret, 

which means that he can dispose of the trade secret as he wishes, similar to the original 

owner, so, he can use it in his business, as well, produce the product and sell it in the 

markets, he may also licensed to use it for whatever party he likes, and has the right to 

disclose it to public, or keep it for himself.  

Actually, laws do not grant any tangible protection to the trade secret against such 

legitimate means, which would form a considerable danger to the owner of trade secrets 

and his business, and it could be concluded equality in discretion between the original 

owner and the second owner through the provision of Article (5) paragraph (A) of 

JUCTSL. 

                                                             
 
105-Coca-Cola products are sold in 200 countries worldwide and 70% of sales originate outside North America. 1.7 billion Servings 
of the firm’s products are consumed each day. Research Report by Peter Hughes, Check Capital Management, September 2011. 

Retrieved from:  http://www.checkcapital.com/research_reports/cocacola_profile_0911.pdf.  
  
106-On May 1, 2006, the Purchase, New York-based PepsiCo received a letter in an official business envelope from Coca-Cola. The 
letter, postmarked from Bronx, New York, was sent from an individual named "Dirk," who claimed to be a top-level employee from 
Coca-Cola and offered "very detailed and confidential information." PepsiCo immediately notified Coca-Cola and later contacted 
the FBI. Retrieved from: 

 http://www.wipo.int/edocs/mdocs/sme/en/wipo_aripo_smes_hre_07/wipo_aripo_smes_hre_07_topic07.ppt . 
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In the legal rules, an exception must not expand in its interpretation, and may not be 

measuring on them. However, in the field of trade secrets the matter is different in 

regards of legitimate means, because as it is obvious the exceptions given to reaching 

the trade secret had already been expansion in its interpretation, which cause dangerous 

effects on the protection of trade secrets. 

The serious effects that caused by legitimate means on the interests of the owner of the 

trade secret can be summarized as following: 

First: Destruction of Trade Secret without Responsibility 

The effect of reverse engineering or independent development by a third party "depends 

upon what the third party does once they have discovered the trade secret"107.Thus, if 

the third party kept the trade secret without disclosure, the trade secret remains 

existence, and the effects of its discovery remain under control. 

In contrast, "if a competitor independently develops information that constitutes 

another's trade secret, there is no misappropriation. The owner of the trade secret has no 

cause of action against an independent developer"108, and thereby will subject to 

destruction, which means destroying the interests of the trade secret owner completely 

without any liability  resting on the third party, particularly if the trade secret constituted 

the capital of the corporation owned by the original proprietor109. For example, if the 

                                                             
 
107- Supra note 1, p 247. 

 
108- Hilton, William E.(1990), What Sort of Improper Conduct Constitutes Misappropriation of a Trade Secret, IDEA: The Journal 
of Law and Technology, p 4. 

 
109-For several years, the (theft) reveal of trade secrets, often through cyber-enabled means, has been an important issue for the 
United States and other industrial economies. The deleterious impact of trade secret theft in both the private and public sectors all 
but ensures that this issue will remain a leading international priority requiring joint solutions to mitigate the ongoing threat and 

foster greater economic security throughout the international community. Retrieved from:   www.pwc.com/en_US/us/forensic-
services/publications/assets/economic-impact.pdf. 
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third party used legitimate means to acquiring the composition of Coca Cola, which 

their capital is estimated at milliards of dollars, and this third party has published this 

information to the public, in this case, any person can use such recipe to produce the 

same product without the need to buy it from the manufacturer, which would lead to the 

destruction of the owner’s interests and capital, and may lead to its bankruptcy or 

collapse. 

 The difference appears clearly here between destroying the trade secret through its 

disclosure to the public by illegitimate means, and between legitimate means in terms of 

damages that befall the interests of the trade secret owner. Thus, the use of illegitimate 

means, like embezzlement of trade secret or breach of contractual obligation110 gives the 

right to the owner of trade secret to institute a lawsuit claiming for compensating for 

damages he suffered, here, the owner of trade secret can offset all his losses or a 

significant part thereof.  Unlike the destruction of trade secret by use legitimate means, 

which do not provide for the owner of a trade secret any right to resort to judiciary in 

order to claim for compensation111. Therefore, the losses of the trade secret owner will 

be complete and destructive.  

Based on the foregoing, legitimate means to get trade secret may lead to the destruction 

of trade secrets, which may result in serious economic problems, which are manifested, 

in destroying the interests of trade secret owners, and losing great investments 

                                                             
110- Under UTSA, liability on a misappropriation of a trade secret broadly to include all of the theories upon which trade secret 
protection may be based. First, misappropriation includes the acquisition of a trade secret by one who knows or has reason to know 
that it was acquired by improper means. Second, misappropriation includes the disclosure or use of a trade secret by one who 
acquired it by improper means.  Third, misappropriation includes the disclosure or use of a trade secret by one who, at the time of 
disclosure or use, knew or had reason to know that it was (a) derived from or through” one who acquired it by improper means, (b) 
acquired under circumstances giving rise to a duty to maintain its secrecy or limit its use, or (c) derived from or through one owing a 
duty to maintain its secrecy or limit its use. Finally, the UTSA's definition of misappropriation includes the disclosure or use of a 
trade secret by one who “before a material change of his position, knew or had reason to know that it was a trade secret and that 

.)2(1 § UNSASee . knowledge of it had been acquired by accident or mistake 
 

111- See Supreme Court, Appellate Division, Second Department, New York, John T. Downey, Respondent-Appellant, v. General 
Foods Corporation, Appellant- Respondent, on July 23, 1971, that ruled: If gelatin product of defendant food manufacturer was its 
independent creation, defendant would not be liable to plaintiff for misappropriation, even though plaintiff had submitted the idea to 
defendant prior to such independent creation.  
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established in trade secrets, that may lead to the collapse of a great business enterprises, 

and may be reflected in its negative effects on the economies of the countries that 

incubate such enterprises112. 

Second: Reducing the Profits of the Trade Secret Owner. 

Usually, the owner of trade secret resorts to taking many precautions to preserve the 

trade secret, such precautions may be very costly, this precautions, depends sometimes 

on the significance of trade secret and its market value. 

 But the owner of trade secret "cannot spend money to stop independent development, 

and they will  spend  money to thwart reverse engineering whether or not trade secret 

law exists"113. This means that the owner of a trade secret will spend further money in 

an attempt to avert the disclosure of his trade secret by legitimate means, especially 

reverse engineering, so, he may spend extra money to render the reverse engineering 

extremely difficult114. 

 Also, the trade secret owner may be forced sometimes, in the cases of discovering his 

trade secret by legitimate means, to pay a lot of money to the third party, to get an 

agreement not to disclose or destroy his trade secret. In contrast, the spending will be 

less in facing improper means, due to grant him the right to take legal actions to claim 

for compensation, and may incur Penal proceedings against the user of improper means.  

On the other hand, if the third party obtains an existing trade secret through legitimate 

means, which is used by its owner, and this third party decided to use such information 
                                                             

 
112-In the United States publicly traded companies own an estimated five trillion dollars in trade secret information. Taken from an 
article:  (Rowe, Elizabeth A. (2009), Contributory Negligence, Technology, and Trade Secrets, Geo. Mason L. Rev. 1, p 1) . 

 
.52-51p , 1. Rev. L. Prop. Intell. Marq11  ? Do We Have Trade SecretsWhy, )2007(Michael ,  Risch-131 

 
114- Supra note No. 86, p 62. 
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to produce the same product and sell it in the market, here, there will be another 

competitor for the trade secret owner in the market in the same product115, which would 

lead to a reduction in the profits of the original owner of the trade secret. Such a matter 

may bring about gross losses in his business, the same applies if the third party has 

decided grants a license to any competitor for the original owner of the trade secret to 

use the information in producing the same product.   

Added to that, this loss in profits might inflict the original owner of trade secret in the 

case he concluded licensing agreements with other persons for using the trade secret to 

produce certain product, at the same time, the third party, who discovered the trade 

secret legitimately, used this information to produce the same product and place it on 

the market, this situation may prompt the licensee to revoke or terminate the licensing 

agreement, and thus, the original owner of trade secret would lose huge proceeds 

derived from the license agreement. 

 Moreover, producing and selling the same product on the markets by third party at 

prices lower than presented by original owner will contribute to reducing his profits and 

increasing his losses. 

Third: The Effect on the Reputation of the Owner of Trade Secret. 

Secret information that has commercial value, may be compounded in the form of 

recipes or a blend of a set of various materials, to form at the end of its composition the 

trade secret116, and such components of the trade secret may be inexpensive, yet the 

final compounds that constitute the trade secret is sold at high prices, or some materials 

                                                             
 

115- Supra note No.113, p 53 . 
 

116-See Article (4) paragraph (A) part (1) of JUCTSL.  
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of components used may be undesirable for the certain categories of consumers, 

therefore, disclosing this to the public may lead to harm the reputation and position of 

the trade secret owner in the markets. 

For example, if a third party used legitimate means to discover the recipe of a Pepsi 

product in order to disclose it to the public, and found that some components of Pepsi 

product contain lard, and it is well known among many countries, especially the Islamic 

ones, that pork and its derivatives is forbidden and shall not be used, then, disclosure of 

this secret may lead to harm in the reputation of Pepsi Company, and to its boycotting 

by many countries and communities, as well it may leads to mistrust of any of its other 

products117. 

On the other hand, the effect of trade secret disclosure by third party may lead to lack of 

trust in the owner of trade secret in commercial dealings118, so the owner of the trade 

secret whose secret is discovered by legitimate means may have has more than one 

trade secret.  Thus, the ease to obtain his trade secret by legitimate means, might form 

lack of confidence on the part of traders or the licensees in the robustness of his trade 

secrets, and thus, may lead to avoid dealing with him. 

 

                                                             
117- Authorities in the California state in US issued instructions to company of Pepsi and Coca-Cola to put warnings on cans and 
bottles shows that they contain carcinogens, under the provisions of domestic law. However, the two companies said they will 
change the components used for coloring soda water to avoid a situation such as this warning, and that they will not do it in their 
products in Europe. Retrieved from: 
http://www.aljazeera.net/news/healthmedicine/2012/3/10/%D9%85%D9%88%D8%A7%D8%AF-
%D9%85%D8%B3%D8%B1%D8%B7%D9%86%D8%A9-%D9%81%D9%8A-%D9%83%D9%88%D9%83%D8%A7-
%D9%83%D9%88%D9%84%D8%A7-%D9%88%D8%A8%D9%8A%D8%A8%D8%B3%D9%8A . 

 
118- The British Newspaper " Daily Mail"  published very serious investigation about soda water companies , Pepsi and Coca-Cola, 
revealed the confidential information stunning and sudden relating to secrets drink combination in both products, where exposed the 
Coca-Cola formula and Pepsi contain the ungodly for Muslims materials, and harmful to health and fitness as well, and companies 
were hidden since the invention of soft drinks before more than a hundred years, it was proved to contain Coca-Cola and Pepsi on 
small percentages of alcohol "wine", according to laboratory tests conducted confirmed at the French National Institute of 
consumption and the Paris-based "National Institute of Consumption (INC). Retrieved from: 

http://www.dailymail.co.uk/news/article-2165422/Coke-Pepsi-contain-tiny-traces-alcohol-reveals-French-research.html  .  
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Fourth: Inability to Claim for Compensation  

Unlike the misappropriation of trade secrets, which gives the owner of trade secrets the 

right to prosecute the doer and claim compensation for their  loss suffered, and the gains 

that  might be realized, in addition to retributive sanctions that imposed by some 

countries, the situation differs in the light of the use of legitimate means, so the 

disclosure of trade secrets or their destruction, or their use in manufacturing the same 

product or the  license to use it by third party, does not give the right of the owner of the 

trade secret to sue him, or to claim compensation for the damage suffered, or to adopt  

any urgent measures against him119. From here, we may find that the owner of a trade 

secret cannot control the disclosure of his secret against these legitimate means 

whatever reasonable preventative measures he takes to keep his trade secret, which 

means that disclosing his secret by these means is a force majeure, and out of his 

control.  In contrast, he deprived of the right of recourse to judiciary to demand any 

compensation, or to stop of using his trade secret, which would bring about serious 

effects on his commercial interests in the markets. 

Fifth: Foil the creativity Motives to the owner of the trade secret. 

"The value of trade secrets can be prematurely lost or diminished by not preventing 

reverse engineering"120 , or independently discovered of the trade secrets disclosed, 

also," the right to reverse-engineer seems to decrease incentives for first comers to 

introduce new products"121. Thus,   "If reverse engineering actually occurs, it will erode 

                                                             
119- The Supreme Court of the United States in Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 475-76 (1974) has stated that: The 
protection accorded the trade secret holder is against the disclosure or unauthorized use of the trade secret by those to whom the 
secret has been confided under the express or implied restriction of nondisclosure or nonuse. The law also protects the holder of a 
trade secret against disclosure or use when the knowledge is gained, not by the owner's volition, but by some 'improper means. 

 
120- Newton, Jeffrey L, (2008),   Just a Simple CDA? 43 les Nouvelles 216 .  
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market power and reduce the innovator's profit to an extent determined by the costliness 

and time required for reverse engineering"122. 

According to this, if the owner of trade secret finds that  his mental and intellectual 

efforts in accessing to trade secret, on which he  spend a great deal of effort, time and 

money, will be available to others through means permissible by law, and they   can be 

used or revealed to the public without punishment or deterrent, or without any right to 

institute an action to claim for compensation,  all this, will lead to foil his incentives for  

innovation, or the development or spending money to invest his information. In 

practical terms, this foil will constitute a risk to technological advancement and know-

how, because it lacks legal protection in the face of legitimate means.   

In other words, if someone identifies an existing trade secret through independently 

development, or through reverse engineering, and this person disposes of this trade 

secret like the original owner, this matter will constitute a foil to the innovation motives 

for the original owner, thus, preventing him from spending additional money, effort and 

time to develop the same trade secret or attempting to create a new trade secret. Thus, 

this reason contradicts the justifications that allow the use of such legitimate means. 

After presenting the most important effects to which the interests of the owner of the 

trade secret are exposed as a result of the use of legitimate means which came as an 

exception to the principle of misuse of trade secret, we will discuss the role of these 

means in creating unfair competition by demonstrating some cases that may contribute 

to this, with note that the actions of unfair competition is not specific, but may include 

                                                                                                                                                                                   
121- Adelman, Martin J, (1977), Property Rights Theory and Patent-Antitrust: The Role of Compulsory Licensing, 52 N.Y.U. L. 
REV. 977, 1001-02. 

 
122- Supra note 86, p 1589 . 
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any action contrary to fair trade practices or commercial custom among traders, or any 

acts associated with bad faith in order to cause harm to others. 
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Section Four 

The Role of Legitimate Means in Creating Unfair Competition 

The laws of different countries, indeed, allow the use of legitimate means to obtain the 

trade secret, which confirmed that the use of these means does not conflict with honest 

commercial practices. Furthermore, granted the third party the freedom to dispose of the 

trade secret unconditionally and without any legal liability on him, this in turn open the 

way before to the third party to exercising businesses that may lead to unfair 

competition in the international markets. 

In contrast, many jurists and judicial rules justify the use of legitimate means based on a 

number of theories and justifications that marketed it123. Accordingly some of them rely 

on the allegation that not allowing these means will lead to a strangling of the sciences, 

and technological advancement,124 and that this might harm community interests, while 

others justified the allowance of these means by not keeping the secret information 

exclusive to its holder, thus enhancing the competition to develop new products125. 

Moreover, some of them rely on the theory of competitiveness in markets and the theory 

of price. 

Indeed, it may be part of these justification is correct. In contrast, these theories do not 

take into account the enormous size of the damages that these means might cause on the 

interests of major companies, individuals and society, which we will discuss it in this 

section of this thesis. 
                                                             

 
123- The most important of these theories are: incentives to innovate, incentives to engage in follow-on innovation, prices, and 
socially wasteful expenditures of resources. See supra note 86, p 1588. 
 
124- Haynes, Mark A, (1999), Symposium, Black Holes of Innovation in the Software Arts, 14 Berkeley Tech. L.J. 567, 572, p 571-
572.  
 
125 – Supra note No 86, p 1650. 
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From the researcher's perspective, the right to use legitimate means (which are 

exceptions in origin) to obtain trade secrets, and the granting of freedom of act in 

regards to the discovered information, will leave the door wide open for some practices 

that might lead to unfair competition in the markets, and undermine major business 

enterprises without any liability. Accordingly, we will show some of these images and 

cases that may play a role in creating unfair competition. 

The most important images of unfair competition caused by the use of legitimate means 

are as follows: 

First: Disclosure of a Trade Secret with the Intention to destroy it  

If the third party, after his discovery of the secret information through using one of 

these legitimate means, deliberately reveals  secret information  to the public or to the 

competitors for the first owner with the purpose of   destroying trade secrets and to 

harm the interests of the first owner, this act in the view of the law and judiciary is 

allowable, and will  not incur any liability, but conversely,  it may be harmful to major 

business enterprises for which the trade secret constitutes its capital, because "Once a 

trade secret is disclosed to the public, the value of the intellectual property 

evaporates"126. However, the abuse here  is  evident in the use of the rights granted to a 

third party,  which would lead to the destruction and collapse of these major business 

enterprises , and may lead to huge damages to society greater than the benefit which is 

realized by revealing  the trade secret, especially if the trade secret is insignificant in 

technology development or society advancement127, or the third party intends to use 

                                                             
126-Rustad, Michael L. (2005), The Negligent Enablement of Trade Secret misappropriation, Volume 22 | Issue 3 , Santa Clara 
High Technology Law Journal, p 509. 

 
127-For example, the trade secret is a food blend or food product not necessary for the daily life for instance: Pepsi drink or recipe 
of Kentucky, as well as customer lists which may represent nothing more than a compilation of otherwise publicly available 
information. 
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legitimate means only in order to disclose the trade secret to the public, and  is not for 

the advancement of the technology.   

Accordingly, if anybody produces the same product, after revealing the trade secret, and 

floats it on the market, this will in fact lead to the creation of unfair competition with 

the first owner of trade secret if he continues to produce the same product without 

knowing that his secret has become known publicly, this will lead to confusion among 

the consumers128 in regards to the source and origin of the product. 

The intent of infringement and access to non-legitimate purpose by legitimate means is 

deemed to constitute abuse in terms of using the right, which is subject to the rules 

organized by Article (66) of JCL which prohibit such behavior, and impose 

compensation for it. 

Second: Depriving the Owner of using his Trade Secret through Patent System. 

In practice, if the terms of the patent are available in confidential information, and third 

party after discovered this information that constitutes a trade secret, submitted an 

application for registration to a patent registrar, in order to get a patent to them. In this 

context, patent laws including Jordanian patent law129 adopts the" first-to-file" system, 

which means that "patent rights be awarded to the first person to file a patent application 

"130 regardless of the date of the actual invention."All important patent systems have 

                                                             
 
128 - Article (3) paragraph (A) part (1) of  JUCTSL  provides as follows: 
A. Any competition contradictory to the honest practices in the commercial and industrial activities shall be deemed one of the 
unfair competition acts and particularly the following: 
1. The activities that may by nature cause confusion with entity, products or commercial or industrial activities of one of 
competitors. 
 
129- See Article (5) paragraph (A) part (2) of Jordanian Patent law, as amended, No. 32 of 1999. 
 
130- Frost, George E.(1967), The 1967 Patent Law Debate first-to-Invent VS. First-to-File, Santa Clara Computer & High Tech. L 

Vol  22, p 923. Retrieved from: http://scholarship.law.duke.edu/cgi/viewcontent.cgi?article=2123&context=dlj . 
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been based on the filing of an application for patent by the inventor or his assignee"131. 

The right of patent is granted to the first person who files a patent application for 

protection of this invention, thus, the results that consequent on obtaining the patent in 

favor of the third party, and is very serious.  

It is known that, patent protection give the right to "the patent holder to bring a claim 

for infringement against a party, regardless of the source of the infringer's ideas or 

information leading to the creation of the infringing item"132 . 

In most countries' laws including the Jordanian Patent Law, arises of granting the patent 

to a certain person, ownership of such patent, and enjoying all rights of ownership such 

as the right to the monopolize , utilization and disposition of it in all kinds of legal 

actions. In contrast, there is an obligation on the public to not infringement on the right 

of patent holders. Hence, the law gives the patent holder a right before all others to 

prevent infringement of his rights, even if they do not in bad faith133.  

Based on the foregoing, several results arise from registering the trade secret as a patent, 

in favor of the third party. These acts in its entirety against the interests of the original 

owner of trade secret, among these results are the following: 

1-The third party who acquired the patent of secret information, has the right to prevent 

the original owner of the trade secret from using his trade secret in manufacturing the 

product, selling or offering it for sale without the consent of the holder of the patent, 

                                                             
  

131- Ibid, p 923. 
 

.431IDEA 54 , ntrepreneurshipE' isyphusS: ecrets Srade TNegative of rotection Pthe against asethe C ,)2014(, .Amir H, Khoury-321 
 
133 -Jordanian Patent law, as amended, No. 32 of 1999, in Article (21)  paragraph (A and B)  provides as follows: 
A- The Patentee shall be entitled to the following rights:  I-Where the subject matter of the patent is a product, the right to prevent 
third parties from making, exploiting, using, offering for sale, selling, or importing the product, without the patentee's consent. 
 2-Where the subject matter of the patent is an industrial process, the right to prevent third parties from using the process, or using 
the product manufactured directly by such process, or offering for sale, selling, or importing such product without the patentee's 
consent. B-The Patentee shall have the right to assign the patent to others, or to conclude licensing contracts for its exploitation. 
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due to the " patent protection means that the invention cannot be commercially made, 

used, distributed, imported, or sold by others without the patent owner's consent"134, this 

mean entire protection against any infringement or disposition from any person, 

whether in good or bad faith. Thereby, depriving the trade secret owner of all his rights 

to intellectual property in regards to this secret, and leads to the replacement of the 

patent holder with trade secret owner in the markets, this may lead to confusion among 

the public between the products of the owner of trade secret already displayed in the 

markets, and between the product of the patent holder, for the same trade secret and 

product. 

2-It is known that the patent is a mutual contract between the holder of patent and 

society, whereby the patent holder reveals the content and information of the invention 

to the public, in return for granted him an exclusive right for a certain period (usually 20 

years)135 , which means that the patent holder will reveal secret information to the 

public, such revealed will be for the benefit of the patent holder through the exclusive 

right, and against the interests of the owner of the trade secret, who will lose his 

intellectual efforts.  

3- Whereas the patent is an exclusive right to its holder, granting  him the right to sue 

anybody that encroaches on his patent, whether by manufacturing, selling or by offering 

it for sale, without taking "the intention" into account, the third party can prosecute the 

original owner of the trade secret for any act affecting on his patent, and also the patent 

holder has the right to claim for compensation and  impose punitive sanctions, 

moreover, has the right to sequestration on  all products owned by the original owner of 

                                                             
 

134-Retrieved from WIPO website at: http://www.wipo.int/patents/en/faq_patents.html .  
 
135- See Article (17) of Jordanian Patents Law, as amended, No. 32 of 1999.   
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the trade secret, furthermore, the cause of action  will be based on unfair competition 

law136. 

Third: The False Allegation by Using Legitimate Means  

This case is based on the existence of trade secret misappropriation by illegal means, for 

example, the theft of trade secrets or passing it to others through a person 

knowledgeable about it. Here, it is recognized that "the plaintiff should prove its claim 

of misappropriation of a trade secret"137. Furthermore," the burden is on the plaintiff to 

prove damages by a preponderance of the evidence"138.  In contrast, the allegation of 

obtaining trade secrets by legitimate means will be one of the most important defenses 

of the defendant against the claim of the trade secret owner. As such, "the defense could 

be alleging the independent development of the idea at issue. As well there can be no 

cause of action if the information was obtained through reverse engineering"139. 

 Therefore, the opportunity may be found to dismiss the claim of misappropriation of 

the trade secret, especially if the misappropriation of trade secret is difficult to prove, 

like stealing a trade secret by electronically advanced methods, or stealing the trade 

secret through breach of trust or espionage by any one not discovered yet.  

From here, and since the laws of trade secrets and judiciary judgments throw the burden 

of proof on the owner of the trade secret to prove the occurrence of infringement on his 

trade secret by third party, the success of any person in stealing the trade secret through 

                                                             
 

136 - See Article (2) of JUCTSL. 
 
137-Bromberg, Lee Carl and Shyavitz, Lori J (2014) Massachusetts Superior Court Civil Practice Jury Instructions (Volume II, 

. 1-15CLE - MACIVJI )15r Chapte 
 

138- Ibid. 
 

139- Hofbauer Associates, (1999-2002), General Information on Trade Secrets and Confidential Information, Barristers & 
Solicitors, Patent & Trade-Mark Agents.205N - 1455 Lakeshore Road  Burlington, Ontario, Canada. Retrieved from : 

 http://www.capatents.com/PDF/O34.pdf .  
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an instrument that is difficult to detect or prove, like espionage for example. 

Consequently the first and more powerful defense for the third party is the allegation 

that he used legitimate means to discover this trade secret, thereby raising the liability of 

a third-party towards the owner of a trade secret. 

At the same time, if the owner of the trade secret proved that theft occurred on his trade 

secret, for example, by breaking or dislocating the company cabinets by the anonymous 

person, this will give the third party, who get to the secret through the person whom 

committed the theft the chance to claim that he  reached to this secret through the 

legitimate means, thus leading to the loss of the  trade secret of the owner, or the 

appearance of a competitor to him in the market on the same product if the  third party 

has decided not to reveal the trade secret and only uses it to his interest,  this in turn will 

lead to  unfair competition by fraudulent means, and by using false allegation that trade 

secret was obtained through legitimate means. 

Furthermore, "because a trade secret claim involves broad factual conclusions about the 

relative importance and secrecy of particular information"140, trade practice contain a 

high degree of skepticism in dealing with trade secrets. This situation may lead to the 

use by some competitors by false allegations in obtaining the trade secret by legitimate 

means, in spite of knowing that they obtained it through improper means. This may 

translate the serious risks which follow from allowing legitimate means without 

significant restrictions.  

                                                             
 
140- Quittmeyer, Peter C (1985), Trade Secrets and Confidential Information under Georgia Law, 19 Ga. L. Rev. 623. 

 



 

 
 

64

In addition "the recipient of a trade secret often is not able to determine whether the 

confidentiality restrictions imposed to protect trade secrets are appropriate "141. 

 Fourth: Intentional Use of Legitimate means to Reach to Illegitimate Results 

This case depends on having prior intention by a third party, by using legitimate means 

only to destroy the interests of the owner of trade secret in the markets, and not for 

using this secret to develop information and produce new products. Here, in fact, the 

intention of infringement is present, and deemed to hold the intention to reach 

illegitimate interests. In this way, this is considered one of cases of abuse the right under 

Article (66) of JCL, which requires compensation for the damage resulting from the act, 

even though the act was legal in itself. 

Indeed, this assumption is easily apt to occur. For example, it is known that there is 

great competition between Pepsi Company and Coca Cola Company in international 

markets142, If the owner of Pepsi enlisted professional experts with the aim of using 

reverse engineering to discover a Coca Cola recipe, and this only reveals this secret to 

the public, in this case, the use of legitimate means is to reach illegitimate results, which 

is to destroy the competitor in international markets by revealing  his trade secret, which 

forms the company's capital. This outcome, in reality, leads us to reach unfair 

competition elements by using legitimate means that are permissible by law.  

From this perspective, legitimate means may be used to reach to trade secret, by the 

competitors with the aim to reach unfair competition in a legal way, like destroying the 

competitor or causing huge losses to them, or using their secrets to promote their 

                                                             
 

141- Ibid.  
 

142-See academia website: http://www.academia.edu/4977803/Comparison_of_brands_Pepsi_Cola_vs_Coca_Cola  . 
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products, or monopolize the market for their products after compromising their 

competitors. 

Fifth: Dumping for Market in Products of Lower Quality and Price. 

The term dumping in the economy refers to "an act of charging a lower price for the like 

goods in a foreign market than one charge for the same good in a domestic market for 

consumption in the home market of the exporter"143, however, according the World 

Trade Organization (WTO), dumping is convicted (but is not prohibited) if it causes or 

threatens to cause material injury to a domestic industry in the importing country. 

Whilst, GATT defines dumping as: "products of one country are introduced into the 

commerce of another country at less than the normal value of the products"144, in 

consequence, the application of this policy may inflict damages to some industries, 

especially the emerging ones, and hinders the building of new industries in countries 

that are exposed to the dumping policy145. 

                                                             
 
143-Van den Bossche, Peter (2005). The Law and Policy of the World Trade Organization, Text, Cases and Materials, Cambridge, 
UK: Cambridge University Press, p. 42. 

 
144- See Article (6) of GATT. 
  
145-United States legislative  enacted under the heading of "Unfair Competition" in Title VIII of the Revenue Act of 1916.  It has 
been known since as the "Antidumping Act of 1916,  which provides for civil and criminal penalties by US federal courts for a 
certain form of transnational price discrimination  when conducted with specific intent,  reads as follows: 
"It shall be unlawful for any person importing or assisting in importing any articles from any foreign country into the United States, 
commonly and systematically to import, sell or cause to be imported or sold such articles within the United States at a price 
substantially less than the actual market value or wholesale price of such articles, at the time of exportation to the United States, in 
the principal markets of the country of their production, or of other foreign countries to which they are commonly exported after 
adding to such market value or wholesale price, freight, duty, and other charges and expenses necessarily incident to the importation 
and sale thereof in the United States: Provided, That such act or acts be done with the intent of destroying or injuring an industry in 
the United States, or of preventing the establishment of an industry in the United States, or of restraining or monopolizing any part 
of trade and commerce in such articles in the United States. 
Any person who violates or combines or conspires with any other person to violate this section is guilty of a misdemeanor, and, on 
conviction thereof, shall be punished by a fine not exceeding $5,000, or imprisonment not exceeding one year, or both, in the 
discretion of the court. Any person injured in his business or property by reason of any violation of, or combination or conspiracy to 
violate, this section, may sue therefore in the district court of the United States for the district in which the defendant resides or is 
found or has an agent, without respect to the amount in controversy, and shall recover threefold the damages sustained, and the cost 
of the suit, including a reasonable attorney’s fee. 
The foregoing provisions shall not be construed to deprive the proper State courts of jurisdiction in actions for damages there under.  
Retrieved from: www.wto.org/english/tratop_e/dispu_e/1680db.doc  . 
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In practical terms, the  policy of dumping may be used by major companies or countries 

by discovering the trade secret through legitimate means, Taking into consideration that 

trade secret might be discovered without it owner's knowledge. This dumping may 

indeed lead to elimination of other competitors in the domestic market and expelled 

from the market, also achieve losses to competitors and increase of unfair 

competition146.  

 For example, if a Chinese company discovered the secret of Coca Cola product mix, by 

using legitimate means, and decided produce this product in large amounts and float it 

on local markets inside China with the purpose of dumping the local market in this 

product, in this case, this action will lead to the market monopoly and collapse of the 

Coca Cola owner’s interests, and lead to confusion among the consumers in regards to 

the source and origin of product.  The same applies if this company decides to export 

this product to other countries, including the country of origin. 

The freedom to act in trade secrets discovered by legitimate means, contributes to 

creating dishonest competition through a policy of dumping, that may some major 

companies might pursue in order to monopolize the market with exercise controlled 

over the competitors' goods. This subsequently constitutes an image of dishonest trade 

practice, and helps the increase unfair competition in international markets.  

                                                             
 
146- Omar, Mohamed Abdel Halim (2000), The Problem of Dumping and Burning Price, Worksheet Introduction to eighteen 
seminar, Held in Al-Azhar University, Saleh.A. Kamel Center for Islamic Economics, Arab republic of Egypt, p 5. 
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Section Five  

 The Effect of Obtaining Trade Secrets by Legitimate Means on the 

Economy of Countries and on Society  

The  freedom to act on trade secrets disclosed through legitimate means will result in 

serious impacts does not limit the owner of trade secret and his interests, but this effect 

will extend to cover the economy of countries and society equally. 

The importance of trade secrets and its great impact on economies of the countries147, 

and the interests of companies and businessmen, was the most important reasons that 

led to the emergence of the need to protect trade secrets, therefore, the international 

conventions and the laws of the various countries, dealt with the subject of confidential 

Information and protect it from misuse or theft by piracy. 

Actually, "Companies annually suffer billions of dollars in losses due to the theft of 

their trade secrets "148. From here, the use of legitimate means to obtain trade secrets 

will have the same impact or worst of its revealed through illegitimate means on major 

companies and economies of countries in which circulates the use of trade secrets 

especially the great industrial states. 

Many countries rely in their economy on the major industrial companies that yield large 

revenues for the treasury through taxes paid by such companies to the state, on 

commercial licenses, duties on import and export, as well, taxes imposed on the income 

of employees at such companies, and many of these major companies depend in their 

                                                             
 

147- A report issued by the U.S. Chamber of Commerce stated that publicly traded U.S. companies own an estimated $5 trillion 
worth of trade secrets, Refer to the U.S. Chamber of Commerce, The Case for Enhanced Protection of Trade Secrets in the Trans-
Pacific Partnership. 

 
148-Yeh, Brian T Legislative Attorney, (2014), Protection of Trade Secrets: Overview of Current Law and Legislation, 

Congressional Research Service, retrieved from: http://fas.org/sgp/crs/secrecy/R43714.pdf . 
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industry on trade secrets149 , and thus, destroy trade secret for a trading company will 

lead to large losses for the company itself and, for the state that levies taxes from it150. 

Therefore if the losses of trade secrets continue to go without control, "businesses may 

choose not to make foreign investments, and customers may be injured, and innovation 

discouraged"151. 

actually, the greater effect on economic of countries which embraces the major 

companies, due to disclosure of its trade secret through legitimate means, is inability of 

companies to recover their losses or part thereof as a result of depriving this company of 

the right to litigate against legitimate means, which means that losses these large 

commercial enterprises will be devastating, and may lead to their collapse. 

 On the other hand, many large companies may decline to sell their products to other 

countries, to avoid the use of legitimate means on their products, and thus, these fears 

may deprive the incubator states for such companies receiving huge amounts of money 

by exporting products and getting hard currency. 

 

Added to this, the freedom of act on trade secrets, discovered by legitimate means, may 

encourage economic war between the industrial nations, as some states may aim, 

through their apps and experts, to destroy the large commercial companies incubated by 

competing industrial nations, through imitation of the same products after uncovering 

the trade secret of such products, and dump the international markets at the same 

                                                             
 

149- The U.S. Department of Defense has noted that every year, an amount of intellectual property larger than that contained in the 
Library of Congress is stolen from networks maintained by U.S. businesses, universities, and government departments and agencies. 
In a 2012 speech, General Keith Alexander, the head of the National Security Agency and U.S. Cyber Command, stated that IP theft 
due to cyber espionage is the “greatest transfer of wealth in history,” and he estimated that U.S. companies lose $250 billion per 

:  Retrieved from.year due to IP theftpdf.SpecialIssueBrief_Covington/downloads/files/edu.gwu.cchs/sites/edu.gwu.cchs://http.3p  ,  
 
150- For example: The scale of international theft of American intellectual property (IP) is unprecedented, hundreds of billions of 
dollars per year, on the order of the size of U.S. exports to Asia. The Commission on the Theft of American Intellectual Property 
by The National Bureau of Asian Research. 
Published May 2013. Retrieved from: http://www.ipcommission.org/report/ip_commission_report_052213.pdf . 
 
151-Safer, Elissa (1998) Protecting Trade Secrets in a World without Orders, 27 Colo, Tech. L. & Policy, Rev. 67, 67 .  
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product without any liability for unfair competition. This in turn, will lead to serious 

effects on the economy of countries.  

With regard the community, It could be argued that, if we do not provide protection of 

trade secrets to the employer of the appropriation by the employee or the unscrupulous, 

the research and development will weaken So, " No employer would be willing to spend 

large sums of money on research and development of new ideas, processes or methods 

if these can be taken and used by others with impunity"152. 

 Consequently, the legitimate means to obtain trade secrets may contribute to weakening 

and thwarting innovation, and reduces the desire of businesses to spend money on 

creating and developing information which will be reflected on the community. 

Additionally, large commercial enterprises normally employ a great amount of labor, 

and contribute to unemployment alleviation.  Also the wages received by the employees 

are disbursed in the markets, and thus reflect on economic movement inside the country. 

Therefore, the loss of the trade secrets of a large company without any accountability or 

compensation, due to use legitimate means, may lead to the sudden collapse of such an 

enterprise, and in this case, employees will lose their jobs and incomes, leading to an 

increased number of unemployed people, and this will result in serious social effects. 

 For example regarding the Coca cola Company, which owns many subsidiaries around 

the world, where more than 92,000 laborers are working in various parts of the world153.  

Thus, the loss of the trade secret of the Coca Cola recipe may mean that many jobs will 

be lost at such a company, due to losses that will inflict such company as a result of 

uncovering its trade secret. Thus, if the company wishes to maintain its existence, it 

may be forced to lay off a large number of employees, in an attempt to control spending 

                                                             
 
152- See Abbott Lab .v. Norse Chem. Corp, 33 Wis.2d 445, 454 (1967).    

 
153-Retrieved from: http://blog.antvibes.com/diversity-2/embracing-cultural-diversity-in-a-small-business-environment.  
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and reduce losses; this will reflect badly on society. As well, the use of legitimate means 

to reveal a trade secret may not benefit society, because the harm caused by revealing 

the secret is much greater than the benefit gained from its non-disclosure. 

Based on everything discussed earlier, in chapter three, we will present some legal 

solutions that may be of use in the future, against these dangers, by restricting the use of 

these means in a manner that creates balance between the theories that allow its use, and 

the interests of the owner of the trade secret.  
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Chapter Three 

Remedies 

Introduction 

Trade secrets, as a branch of Intellectual property, "are valuable assets for businesses of 

all types and sizes"154 and product of intellectual and mental creativity for its owner, 

who spent time, effort and money to reach it, and thereby, is given him advantage over 

his competitors to seek to gain profit and competition in the markets. 

 However, with regard to obtain the trade secrets "The boundary between proper and 

improper means of acquiring them is the focus of most trade secret litigation"155 . Under 

this approach, "Most state courts hold that: if the information could have been obtained 

through proper means so, no action may be brought"156. According to that, the laws of 

trade secrets grant legal protection to trade secret against any misuse ,therefore, 

"misappropriation of a trade secret may be enjoined by a court and the defendant may 

also be liable for compensatory and punitive damages"157 . In spite of this, "the 

maintenance of standards of commercial ethics and the encouragement of invention are 

the broadly stated policies behind trade secret laws"158 . 

                                                             
 
154- Saunders, Kurt M (2006), The Law and Ethics of Trade Secrets: A Case Study,Volume 42 , Number 2, California Western 
Law Review, p 210. 

 
155- Ibid, p 221. 

 
156- Supra note 108, p 4 . 

 
157- Yeh , Brian T.(2014), Protection of Trade Secrets: Overview of Current Law and Legislation, Congressional Research Service. 

 : Retrieved fromgov.crs.www://http. 
 
158- See Kewanee Oil Company, Petitioner .v. Bicron Corporation et al, Supreme Court of the United States, No.73-187, Argued 
Jan. 9, 1974.Decided May 13, 1974.  
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 Furthermore, "Invention and advancement may be encouraged by protecting the trade 

secret"159. Undoubtedly, allowing the use of legitimate means to reach trade secrets by 

various legal systems is based on many theories that justify such methods, formulated 

by jurists and judiciary rules, and followed by legislators in different countries, until it 

has become postulated that it is not possible to change it.  However, " companies are 

relying on trade secret laws to protect the know-how they develop that gives them a 

competitive advantage in the global marketplace"160, therefore, its requires us to re-think 

of some cases that form a lack of the protection of trade secrets because "The 

prevalence of globalized supply chains and perpetual connectivity has made trade 

secrets more vulnerable and more likely to have a clear interstate or international 

nexus"161 . 

In this chapter, we will present some suggestions for legislative solutions to grant more 

protection to trade secrets through restricting the discretion in a trade secret obtained by 

legitimate means, in an attempt to create balance between the interests of trade secret 

owner, and the justifications that allows of use these means, in the hope they are taken 

up in the future by legislators. 

Based on that, I will present the proposed solutions in three sections, as follows: 

 

  

                                                             
 
159- Ibid. 

 
160-Hertling, Richard ,Cooper, Aaron  and Kiehl, Stephen (2014) Inside The House's New Trade Secrets Bill, Covington & Burling 
LLP,Law360, New York, p 1. Retrieved from: 

https://www.cov.com/~/media/files/corporate/publications/2014/08/law360_inside_the_houses_new_trade_secrets_bill.ashx .   
 

161- Ibid, p 1.  
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Section One 

 The Temporary Protection after the Discovery of Trade Secrets 

Granting temporary protection to the trade secret discovered by legitimate means is one 

of solution that can be applied to reduce the dangerous effects on the interests of trade 

secret owner. This protection is based on preventing sudden collapse to the interests of 

trade secret owner, by giving him an interval to materially benefit from his trade secret, 

to retrieve his funds that have been disbursed, and to realize some profit, or to develop 

his trade secret162, due to the fact that some trade secrets can be discovered after a short 

period from starting to use it in markets.   

The basis of this temporary protection of trade secret is to prevent the third party from 

disposing of the secret information for a period of time (for example from 2 to 4 years), 

so the third party will be prevented from disclosing this information to the public or 

using the information in his business, or licensing its use during this period163. 

 This restriction shall constitutes a temporary protection framework for the owner of 

trade secret in preventing the sudden collapse of his trade interests, and granting him the 

opportunity to retrieve his expended money, and realize some profit. It may also prompt 

him to develop his secret information to become a new trade secret, this, will contribute 

to protection trade secrets from loss, and contribute to processes of development and 

                                                             
 
162- This proposal is constitutes a personal legal opinion to the researcher. 

 
163- Under the common law, there were several different views concerning the duration of prohibitory injunction. Under one 
doctrine, the defendant could be permanently enjoined from using the misappropriated trade secret, even if it later became public 
knowledge. Allen-Qualia Co. v. Shellmar Products Co., 87 F.2d 104 (7th Cir. 1936). This view was based on the theory that the 
defendant by her own inequitable conduct had permanently deprived herself of the right to employ the trade secret. Under a second 
doctrine, the injunction is terminated once the information becomes available to the public. Conmar Products Corp. v. Universal 
Slide Fastener Co.  172 F.2d 150 (2d. Cir. 1949).  And under a third 4 doctrine, the duration of the injunction is limited to the period 
of time it would have taken the defendant either by reverse engineering or by independent development to develop its product or 
process without the use of the trade secret. K-2 Ski Company v. Head Ski Co., Inc., 506 F.2d 471 (9th Cir. 1974), retrieved from: 

http://www.seattlepatentlaw.com/articles/USTradeSecretLaw.pdf . 
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updating in pursuit of maintaining and continuing his business, so that the third party 

will be prevented from disclosing this information to the public or using the information 

in his business, or licensing its use during this period. 

In contrast, in the case of violation of this temporary protection by the third party the 

trade secret owner " may seek a court injunction prohibiting the wrongdoer from further 

disclosing and using "164 , moreover will result in an obligation and liability for 

compensation insofar as the profits that owner of trade secret may be realized during the 

period of temporary protection, also, "a claim for actual damages and net profits can be 

combined with a claim for injunctive relief"165. However, the burden of proving the 

value these profits shall fall on the owner of trade secret (plaintiff). In fact this 

temporary protection will grant the owner of trade secret suitable compensation for his 

mental effort and costs spent on innovation to this information.  

Nevertheless, in the case of the compliance of the third party with the temporary 

protection period, after its end, he has full discretion in terms of the secret information 

without any liability or compensation. Thus, we creates a balance between the interests 

of trade secret owner and between the interests of others in technology transfer and 

development, and through this, technology transfer is not affected, and will not remain 

the exclusive right of the trade secret owner.   

In fact, some questions may arise as to the mechanism of implementing the temporary 

protection for trade secret after being discovered by legitimate means, due to the fact 

that, laws allow legitimate means to be used to obtain trade secrets without any liability, 

                                                             
 
164- Texas Young Lawyers Association,(2012), Protecting Your Ideas: An Overview of Intellectual Property Law. Retrieved from: 
https://www.texasbar.com/AM/Template.cfm?Section=Our_Legal_System1&Template=/CM/ContentDisplay.cfm&ContentID=234

67 . 
  
165- See supra note 153. 
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thus, the question may arise is how to activate the principle of temporary protection of 

trade secrets after being discovered by legitimate means? Also, when will such a period 

start in right of both the owner of trade secret and the third party, and is the principle of 

good faith applicable in this context?  

To answer these questions, we must distinguish between two cases: 

The First Case: Acquiring of Trade Secret Independently.  

Obtaining a trade secret independently may happen without knowing by the trade secret 

owner, while it may also happen without the knowledge of third party that there is an 

existing trade secret used by its owner. In contrast, knowledge may be available to the 

third party whereby the information that he discovered constitutes an existing trade 

secret166. 

If the third party does not know about the presence of  trade secret  that he obtains, and  

he uses the trade secret , this use will be right, and does not incur any responsibility  if 

this use  of information  is  limited to the production of the commodity or licensing its 

use based on the principle of good faith, here, the principle of temporary protection 

applies against him, from the date of knowing by the original owner of trade secret,  and  

notifying the third party by him, that such  a secret is owned by him, and he uses it in 

his business. Here, the third party should stop using the trade secret as from the date of 

notification till the end of the temporary protection period.  

If, however,  the behavior of the third party, who found the trade secret independently, 

was  disclosed  to the public in good faith without knowing about the existence of trade 

                                                             
 
166- Al Otoum, Mohammad Haider, (2008), Litigation Risks of Trade Secrets, Master Thesis, faculty of graduate studies, the 
University of Jordan, p 44. 
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secret, it shall considered as proper behavior, and not incur any responsibility,  and the 

trade secret will expire  with the end of   secrecy element.  

Where the third party  knows the existence of this secret, and there is an  owner for it, 

then the temporary protection period of the trade secret will start  in the right of the third 

party, from the date that the third party notified  the owner of trade secret that he  is got 

his trade secret, because it is in  the interest of the third party to notify the owner of 

trade secret  in order to benefit from the passage of the temporary protection period, and 

be able after its has elapsed, to use this information freely. 

However,  if the third party acted in spite of having good knowledge of the  presence of 

an existing trade secret, then, he is abuse his right, and will be responsible for 

compensation to the original owner of trade secret on the profits that may lost as a result 

of his behavior, provided the burden of proof in terms of  knowing the existence of this  

trade secret  by third party shall rest on of the original owner of trade secret, namely, he 

shall prove knowledge by the third party in the presence of an existing this secret, and 

the third party  abuse his right with the intention, but if he fails to prove this,  the 

principle of good faith mentioned earlier shall apply. 

The Second Case: Acquiring of Trade Secret through Reverse Engineering.  

The temporary protection principle in the case of reverse engineering is much easier in 

applying than the case of get the trade secret independently, because the knowledgeable 

of the third party that there is  an existing trade secret, is an assumed knowledge, 

because reverse engineering based on the "purchase of a product in the open market 
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which generally confers personal property rights in the product which includes the right 

to take the product apart, measure it, subject it to testing, and the like"167. 

On this basis, the duration of temporary protection will start in the right of the third 

party from the date that this party notified the original owner of trade secret, that he has 

obtained his trade secret through reverse engineering, and during the temporary 

protection period the third party will commit not to use the trade secret. 

On the other hand, in case this commitment is breached, the original owner of the trade 

secret can claim for compensation of damages that befall him as a result of using or 

disclosing the trade secret, based on special legal text imposes such an obligation or the 

provisions of Article (66) of JCL, which shows the sorts of abusing the right. Here, the 

third party cannot prove the principle of good faith in his disposition during the duration 

of temporary protection. 

Mostly, it is not expected that the  third party who has spent money , time and effort to 

discover the trade secret by legitimate means168 will  disclose a trade secret to the public 

unless he has  intention to harm the interests of trade secret owner ( we tackled this case 

previously). Thus, generally, the third party aims to use this information in his business 

with the objective of competing and generating profit. 

 Consequently, if the principle of temporary protection of trade secret is found in 

legislative provisions, then, it is in the interests of the third party to prove his discovered 

of the trade secret by legitimate means in order to take advantage of the passage of a 

period of temporary protection to be able to use the trade secret, but delays in 
                                                             

 
 
167- Samuelson, Pamela, Reverse Engineering under Siege, the University of California at Berkeley, P 2. Retrieved from : 

 http://people.ischool.berkeley.edu/~pam/papers/CACM%20on%20Bunner.pdf. 
 
168- The reverse engineering may be costly, time-consuming, and difficult, See supra note No. 91, p 12. 
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notification of trade secret discovery will necessarily mean delaying   the benefit of 

temporary protection to him.   

In fact, the applying of the temporary protection principle for trade secrets after 

discovered by legitimate means is not a difficult matter. Moreover, this principle may 

contribute to the protection and continuity of trade secret. Thus, the owner of a trade 

secret may seek, after being notified that his trade secret acquired by legitimate means, 

to conclude a licensing agreement or partnership with the third party, so as to ensure the 

non-disclosure of his trade secret after the end of temporary protection, this in fact, will 

contributes to encouraging trade collaboration between the commercial enterprises in 

the markets.  

However, the question that may arise here is: whether the original owner of trade secret 

has disclosed his secret to the public after the elapse of the temporary protection period 

intentionally, to harm the third party who discovered the trade secret by legitimate 

means? 

As matter of fact, this likelihood is possible, but from the viewpoint of researcher, the 

disclosing by the original owner of his trade secret to the public after the end of 

temporary protection of the trade secret will not result in any responsibility against him 

towards the third party, because the owner of the trade secret is the original right owner 

to dispose of his secret information. However, it is not in his interests to do so, because 

the discovered of trade secrets by a third party shall not necessarily mean the 

destruction of this trade secret, so the matter relies on the third party act, mostly, intent 

who spending money, time and effort to get to the trade secret to used it in their work 

and to make a profit. Thus, the disclosure of trade secrets to the public will harm the 

interests of parties, the original owner and the third party.  
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The researcher presents several justifications for the interest of the principle of 

temporary protection of trade secret after obtained it by legitimate means, as following: 

With regard to the trade secret owner, temporary protection will prevent the sudden 

collapse of the interests of the trade secret owner, and will grant him an adequate 

opportunity to redress losses by seeking to conclude a licensing agreement or 

partnership with the third party. Also, it will give him the chance to try to develop the 

trade secret as an alternative to the discovered secret, in order to maintain the 

sustainability of his trade interests. 

Moreover, it will give the chance to the owner of the trade secret to proceed with getting 

the patent for his secret information if the requirements of the invention are available, in 

order to gain longer protection than the temporary one, this advantage is manifested 

here, in revealing information to the public and get the patent. 

Likewise, temporary protection to the trade secret imposes a temporary restriction on 

third party discretion to ensure the temporary sustainability of the trade secret until the 

problem is redressed, and will also give the right to the owner of a trade secret to claim 

for compensation in the case where the third party has violated a temporary protection 

commitment after the discovery, thereby granting more protection to the trade secret in 

the face of such legitimate means.  

Furthermore, temporary protection will not affect the conception of technology transfer 

to others, but on the contrary, the temporary protection of trade secrets will contribute to 

controlling the transfer of technology wisely to others, without causing substantial 

damages to other's interests, which might impact the interests of community and 
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individuals169. Thus, the sustainability of trade secrets for a brief additional period will 

not affect technological development, but will provide a balance between two interests 

in a reasonably way.  

In addition to that, the temporary protection of trade secrets after being discovered will 

reduce the bad faith associated with freedom of act granted to the third party, and will 

undermine any dishonest competition from the third party, such as intentional harm to 

the interests of trade secret owner, or replacing the trade secret owner in the markets by 

using the patent system. Accordingly, from the perspective of the researcher, the three-

year period is considered suitable for the temporary protection period, since it does not 

lead to stifle science, and give a good opportunity for the owner of the trade secret for 

the recovery of losses or dealing with the problem wisely.   

After this clarification, the researcher proposes an amendment the text of Article (6) 

paragraphs (C) of JUCTSL, to be as the following:  

(Individual access to trade secret or through reverse engineering shall not be deemed 

violation of the honest commercial practices, however, in the case of the discovery of 

the trade secret by using these means, the trade secret is granted a temporary protection 

for a period of three years from the date of notification of the owner of the trade secret 

by the third party that discovered his secret or versa, according the case, and the third 

party is obligated during this period not to  dispose of trade secret in any way under 

penalty of compensation). 

                                                             
 
169- If reverse engineering actually occurs, it will erode market power and  erode an innovator’s ability to recoup its  expenses 
because the secret will have gotten out. See supra note No 86, p 11. 
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Section Two 

Canceled the authority of the third party to disclosure of trade secret 

Virtually, and from the researcher's perspective, commitment not to disclose the existing 

trade secret to the public after being discovered by legitimate means and use this 

information only in personal business for the third party, is among the restrictions that 

may be imposed on the third party to grant more protection to  trade secrets in the face 

of legitimate means. 

Indeed, Part of the attractiveness of choosing the protection of trade secrets to other 

types of intellectual property protection is " the broad scope of protectable information 

and the relative ease with which a business can claim such protection"170, but the 

protection of trade secrets is based on secrecy to the fact that "if this secret is passed, 

protection ends, unlike the patent granted to the inventor "171. 

According JUCTSL, the owner of a trade secret172 is a person who has the right to 

maintain trade secret, disclose and use it, namely, the owner of trade secret has all these 

authorities combined, so these laws equate between the first and second owner of trade 

secret173. This suggests that the third party is considered as the owner of trade secret, 

and has the same authorities granted to the original owner of trade secret, and here is the 

problem resides.   

                                                             
 
 
170- Taylor, Brooks W (2005),  You Can't Say That!: Enjoining Publication of Trade Secrets Despite the First Amendment, 9 
Comp. L. Rev. & Tech. J. 393, 394-95.  

 
171- W.R, Cornish, (1999), Intellectual property: patents, copyright, trademarks and allied rights, (fourth Ed): sweet &Maxwell.  

 
172 – See Article (5) paragraph (A) of JUCTSL. 
 
173 -Inferred the equality of rights between the first owner of the trade secret, and between the second owner who discovered the 
trade secret by legitimate means  through use words "The person lawfully" Contained in paragraph (A) article (5) JUCTSL. 
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In practical terms, granting full discretion unconditionally in the trade secret to the third 

party, as the original owner of trade secret which most serious is the right to disclose 

trade secret, will result in having a serious effects on the interests of the original owner 

of trade secret cannot be rectified, and may creates an atmosphere of dishonest 

competition. In addition, it will constitute abusing of right pursuant to the general rules 

cited in Article (66) of JCL.  

Based on such facts, the researcher  proposal  is based on the withdrawal of one of the 

authorities granted to the trade secret owner, ( the authority of disclosure  the trade 

secret) from the third party with granting him only the authority to maintain and use the 

trade secret, due to  the secrecy required in trade secret is not absolute but relative174 

which means, that the discovered of trade secret by the third party through legitimate 

means does not  mean the loss of such trade secret,  but depends on his disposition. 

Based on this approach, and with the presence of a legislative restriction not to disclose 

trade secret to the public, and giving the third party only the authority to keep and use 

the trade secret in his business, is considered a legal warranty for the continuity and 

survival to trade secrets. 

From the researcher’s point of view, the imposition of restrictions regarding non-

disclosure of the trade secret to the public after being discovered by legitimate means 

can be justified on the basis of many legal and economic justifications as follows: 

1- Imposition of such a restriction, which includes withdrawing the authority of the 

third party to revealed trade secret, and granting him the right to keep the trade 

secret and use it in his personal business, is to ensure the continuity and survival of 

                                                             
174 – Supra note No.16, p 95. 
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trade secret, and will thereby lead to granting further protection to trade secrets in 

the face of legitimate means.  

2- Imposition of such a restriction would confer on trade secrets the power of stability, 

and prevent the collapse of interests of the trade secret owner, especially if the trade 

secret is constituted as the capital of the commercial enterprise. In addition to that, 

this restriction would prevent abusing the right on the part of the third party, by 

disclosing the trade secret in bad faith with the intention to harm the interests of the 

original owner of trade secret. 

3- It is known that accessing a trade secret, whether independently or through reverse 

engineering, may prove very costly, that meant, the third party may have spent a lot 

of time, effort and money to access to such secret information. Therefore, it is 

unreasonable that the third party has incurred such losses just to disclose the trade 

secret to the public, unless he has bad faith with the intention to encroach and cause 

harm deliberately to the interests of trade secret owner, because the disclosure of 

trade secret by the third party to the public will not achieve any benefits in terms of 

the consideration of what he has spent in effort, but rather will harm the interests of 

the two parties. Most often, the third party, will not disclosed of this information to 

the public, but will use it in his business or by develop them.  

4- The imposition of such a restriction on the third party will constitute a reasonable 

balance between the interests of trade secret owner on the one hand, and between 

the interests of community in technology transfer and its development on the other 

hand.  Hence, this restriction will not necessarily lead to the choking of sciences and 

technological advancement, due to it carrying the meaning of technology transfer to 

others (which is the third party) and other parties than the third party maybe access 

the same information by using legitimate means, who would develops such 
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information, and build upon them, to come out with a new product at a lower price 

and at lesser cost.  

5- Imposition of such a restriction will contribute to creating honest competition in the 

markets, and will help to build collaboration and partnership in businesses. 

Moreover, the third party may develop such information and build upon it, to result 

in a new product of a better quality. In addition to that, the owner of trade secret 

may resort to partnerships with a third party containing a share of the markets or 

profits between them to avert any damages to their interests, thus contributing to the 

creation of an atmosphere for commercial cooperation.  

6- This restriction gives the owner of trade secret the right to prosecute the third party 

and claim for compensation for any act that leads to disclosure of information to the 

public, which thereby grants more legal protection of trade secret, as well, block the 

opportunity to create one of abusing images the right.  

7- The use of legitimate means to access to trade secret came as an exception to the 

general rule which prevents any use of a trade secret without the consent of owner. The 

exception in the natural context comes in response to the reasons for strong justification, 

insofar this exception to hold discriminate (right to equality) entails privileges and gains  

in dealing that override the general rules, but in some cases  the exception does not 

stand in the limits of granting preference to the owners of the exception, but exceeds the 

looting of the acquired rights of  others175, so the  general rule that governs the 

exceptions is that: the exception not measured on them , and shall not be expanded in 

construed , and thus the imposition of this restriction lead to limitation  of the exception 

in order to not harm the legal interests. Therefore, the existence of such an exception, 

may lead to the loss of the right of the original owner of the trade secret. 

                                                             
  
175-Makki, Ahsan Mohammed, laws and decrees, orders and instructions and the phenomenon of exceptions, published in: the 
newspaper Baghdadi Union. Retrieved from:  http://www.iawvw.com/articles/275-2013-01-09-03-08-50  . 
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It is worth mentioning that, the principle of good faith should also be referred to in 

revealing the trade secret, as in the case of the first restriction, so in the case of reverse 

engineering, the knowledge of the trade secret finder, in the presence of an existing 

trade secret, is  assumed, as we mentioned before, but to get to the trade secret 

independently is not assumed, so the third party may reach the trade secret without 

being aware of the presence of such a trade secret ,  and owned by another person. 

Hence, if the third party disclosed information to the public without being aware that it 

constitutes a trade secret for another person, in this case, he is not liable for 

compensation, based on the principle of good faith, and the burden of proof of third 

party knowledge in the presence of this secret shall be the responsibility of the original 

owner of trade secret, in order to be able to claim for compensation of damages he 

suffered. 

Based on the foregoing, the researcher suggests amending the provision of Article (6) 

paragraph (C) of JUCTSL as follows: 

(Individual access to trade secret or through reverse engineering shall not be deemed a 

violation of the honest commercial practices, however, in the case of the discovery of 

the trade secret by using these means, the third party is entitled to use this information 

or keep it, with the obligation of not disclosing this information to others under penalty 

of compensation). 
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Section Three 

Principle of expediency of the disclosure 

In fact, Limitation  expediency of the disclosure is a discretionary authority, grants to  

third party to estimate his freedom to act over the trade secret or not. This restriction is 

established on the way that third party disposes on the trade secret. So, if third party, 

after discovering the trade secret by legitimate means, had disclosed it to the public, it 

follows that, if the interest of its disclosure is greater than keeping as a trade secret and 

would contribute to advancing technological development176, this disclosure of trade 

secret is correct and does not result in liability towards the original owner of trade 

secret. 

However, if interest of disclosure of trade secret is less than keeping it secret, in this 

case, the third party shall bear liability for his decision to reveal the trade secret, and 

that by paying for compensation on damages that arise from the process of disclosure, 

due to the fact that not all trade secrets will contribute to technology advancement or 

development or bring advantage to society if disclosed, so, some trade secrets are not 

valuable among the public if disclosed177. But on other hand, their disclosure may lead 

to the collapse of large enterprises that contribute to community services economically 

and socially, in this case, the damage caused by trade secret disclosure will be greater 

than the interests of the public in terms of disclosure.  

This restriction, in fact, is based on applying one type of abuse the rights  which is:"if 

the benefit from exercising the right is not commensurate with what befalls the other of 

                                                             
 
176- In Bonito Boats, Inc. v. Thunder Craft Boats, Inc, The Supreme Court suggested in Bonito Boats that plug-mold duplication of 
boat hulls was "an essential part of innovation in the field of hydrodynamic design. Professor Heald has questioned this assertion, 
pointing out that the Florida law "primarily discriminates against those interested in reproduction rather than innovation and 
implying that plug molding might well "result in less innovation. Heald's is the more economically sound view of the effects of 
plug-molding on follow-on innovation. See supra not 86, p 15. 

 
177- For example, the disclosure of Mixing food or drinks not necessary for everyday life (Pepsi, Coca-Cola), Distribution Lists, or 
customers' lists, or method of compiling information available in public domain, may not contribute to technological advancement, 
and may not substantially benefit society. 



 

 
 

87

damage"178, then, abusing the right to disclosure the trade secret by the third party, will 

result in liability for damage through compensation, and vice versa. 

However, the discretionary authority granted to the third party is in the result subject to 

evaluation by the courts on a case by case basis, so if the third party disclosed the trade 

secret to the public with adhered to the principle of the greater interest, then, the trade 

secret owner file a lawsuit against him before the courts, claiming that his disclosure of 

trade secret violates the principle of greater interest, and he misuse his right to reveal 

the trade secret. Following this, based on the assessment this act, it will be judged by the 

court which issues its decision based on the evidences given by both parties, as court 

may with help from professional experts to decide whether the third party act was 

consistent with the principle of greater interest, and not constitute abusing the right to 

reveal the trade secret. Accordingly, the court issues its award out of the necessity to 

pay compensation or otherwise.  

This restriction, in the view of researcher, will contribute to granting more protection of 

trade secrets, because the third party will think deeply before he decides to reveal the 

trade secret, until no liability is assumed for compensation. 

On the other hand, this restriction will contribute to the controlled transfer of necessary 

technology for development and advancement, by making the difference between trade 

secrets that are very important for technology transfer, and between trade secrets that do 

not contribute to the advancement and technological development or make an   

insignificant contribution. Here, we have thereby achieved a reasonable balance 

between the interests of the trade secret's owners and the community's interest in 

disclosing information that contributes to advancement and technological development. 

     

                                                             
 
 
178- See Article (66) paragraph (2/C) of JCL. 
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Mention should be made here that, this restriction is only related to the act of disclosing 

trade secrets to the public, but if the third party’s disposition was to use trade secrets 

and maintain them, then it is legal act, because this will not lead to a lapse of trade 

secrets, and therefore this restriction is considered to be a moderate limit to the second 

restriction previously mentioned, based on withdrawing the authority of disclosure of 

trade secrets from the third party. 

Consequently, the researcher believes that, amending the provision of Article (6) 

paragraph (C) of JUCTSL based on the Principle of expediency of the disclosure 

Shall be as follows:  

 (Individual access to trade secret or through reverse engineering shall not be deemed a 

violation of the honest commercial practices. However, the disclosure of the trade secret 

to the public by the third party is subject to the principle of balancing between interest 

earned and damages under penalty of compensation according to the base of expediency 

of the disclosure). 
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Conclusion 

Practically, the laws of trade secrets provided legal protection of trade secrets against 

misuse, or what is called "Misappropriation". Nevertheless, these laws, including the 

JUCTSL, created exceptions to the principle of misusing trade secrets represented on 

accessing trade secrets independently, or through reverse engineering.  

However, as a drawback of protection, trade secrets laws granted the third party who 

obtains a trade secret by the above legitimate means full freedom to act on the trade 

secret unconditionally, and without any responsibility, thus, creating a significant 

problem that threatens the trade secrets survival and its continuity which might form an 

outlet for the appearance of many unfair competition images through means allowed by 

laws.   

In the light of this weakness in the protection of trade secrets against of legitimate 

means, we should re-thinking of new legal  formulation to limiting the discretion given 

to the third party, either by subjecting it to rules of abusing the right, as mentioned in 

Article (66) of JCL, or by  imposing clear legislative restrictions on  the freedom of act 

granted third party, down to creating a fair balance between the interests of the trade 

secret owner and between the interests of community and the justifications that cited to 

allow these means to avoid any negative impact on technological development and 

advancement.   

To serve this end, Legislator in the field of trade secrets (Specially Jordanian legislator) 

required to reform the provisions relating to legitimate means in way that minimizes the 

risk of the loss of trade secrets without any deterrent. The most important of these 

reforms: the principle of temporary protection to trade secret after being discovered by 
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legitimate means, or canceled the authority of the third party to disclosure of trade 

secret, as well as, follow the Principle of expediency of the disclosure as a criterion to 

adjust the disclosure of trade secrets. 

In the case of response, whereupon, trade secrets will be safe from abuse in the use of 

legitimate means on the part of third party, thus, we give more protection of trade 

secrets against legitimate means of their acquisition. 
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Recommendations 

 

Researcher outlines his effort in this thesis through the following recommendations in 

the hope that they will be adopted in the future by the legislators and professionals in 

the field of intellectual property: 

 

1- Re-thinking the legitimate means that are used to obtain trade secrets to the 

treatment of problems that might negatively impact the survival and continuity of 

trade secret in commercial markets. 

2- Reconsider the freedom to act granted to the third party and the role which it could 

play in creating some sorts of unfair competition. 

3- Subdue the rights granted to the third party to the rules of Article (66) of JCL, which 

addresses acts of abusing right, in pursuit of granting greater protection to trade 

secrets against of legitimate means. 

4- Work to find appropriate legislative solutions that lead to granting more protection 

to trade secrets against of legitimate means through limiting discretion to the third 

party, without negatively impacting on choke technological advancement and 

development.  

5- Amend Article (6) paragraph (C) of JUCTSL in a manner that leads to limiting 

freedom of act of the third party, according to the proposals that we have mentioned 

in the pages (80, 85,88) in order to granting more legal protection for trade secrets.  
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د ( ، دراسات علوم الشریعة والقانون، "مقارنة ّ  .،كلیة الحقوق ، الجامعة األردنیة)١، العدد  38المجل

 

د مكي، * تثناءات /احسان محم اھرة االس ات وظ ر والتعلیم رارات واألوام وانین والق عالق ي موق شور ف ال من : ، مق

 : ى ، یمكن استرجاعھ منصوت الحكمة العراقیة االمریكیة في منطقة واشنطن الكبر

http://www.iawvw.com/articles/275-2013-01-09-03-08-50 
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 ).43(، العدد ) ١٢( ، مجلة الرافدین للحقوق ، المجلد الدفع بالنظام العام وأثره، )٢٠١٠( سلطان محمد عبدهللا، *

Websites 

* http://www.wipo.int/sme/en/ip_business/trade_secrets/trade_secrets.htm.  

*http://tenonline.org/sref/df10/dfk.pdf . 

*http://www/.fenwick.com/FenwickDocuments/Trade_Secrets_Protection.pdf . 

*http://droitcasa.blogspot.com/p/blog-page_1239.html. 

*http://blog.antvibes.com/diversity-2/embracing-cultural-diversity-in-a-small-business-

environment . 

*http://www.iawvw.com/articles/275-2013-01-09-03-08-50 . 

*http://en.wikipedia.org/wiki/TRIPS_Agreement . 

*http://www.checkcapital.com/research_reports/cocacola_profile_0911.pdf. 

*https://supreme.justia.com/cases/federal/us/489/141/. 

*http://people.ischool.berkeley.edu/~pam/papers/CACM%20on%20Bunner.pdf . 

*https://www.texasbar.com/AM/Template.cfm?Section=Our_Legal_System1&Templat

e=/CM/ContentDisplay.cfm&ContentID=23467 .  

*www.pwc.com/en_US/us/forensic-services/publications/assets/economic-impact.pdf  
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*http://www.aljazeera.net/news/healthmedicine/2012/3/10/%D9%85%D9%88%D8%A

7%D8%AF-%D9%85%D8%B3%D8%B1%D8%B7%D9%86%D8%A9-

%D9%81%D9%8A-%D9%83%D9%88%D9%83%D8%A7-

%D9%83%D9%88%D9%84%D8%A7-

%D9%88%D8%A8%D9%8A%D8%A8%D8%B3%D9%8A . 

*http://www.dailymail.co.uk/news/article-2165422/Coke-Pepsi-contain-tiny-traces-

alcohol-reveals-French-research.html.  

*http://www.academia.edu/4977803/Comparison_of_brands_Pepsi_Cola_vs_Coca_Col

a.  
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   الكتسابھا المشروعھالوسائل ضدسرار التجاریة المزید من الحمایة لأل

  )دراسة مقارنة(

  

  عدادإ

  جمال محمد الخطاطبھ

  

  المشرف

  الدكتور محمد النسور

  

  ملخص

تركز ھذه األطروحة على الحریة المطلقة في التصرف الممنوحة للطرف الثالث، الذي حصل 
على األسرار التجاریة باستخدام الوسائل المشروعة، التي تعتبر متطابقة مع حقوق المالك األصلي 

الحمایة الكافیة لالسرار التجاریة، مما قد تسبب فقدان الكثیر سرار التجاریة لتشكل نقص في لال
  .ھامن األسرار التجاریة في المستقبل،  و قد یصبح نھجا لتدمیر

تحت ھذا االعتبار،فان استخدام ھذه الوسائل المشروعة دون أدنى قید أو مسؤولیة، قد یشكل 
قانون المدني األردني ، ویمكن أن من ال) 66(تعسفا في استخدام الحق المنصوص علیھ في المادة 

یخلق بعض الممارسات التي تندرج في إطار المنافسة غیر المشروعة، و سوف نأخذ النظام 
  .األردني كنموذج مع اجراء مقارنة بالقواعد المعمول بھا في الوالیات المتحدة في ھذا الصدد

 المشاكل، في محاولة  من أجل تسلیط الضوء على ھذهھذه الدراسةمن ھذا المنظور، جاءت 
 ، من خالل مناقشة بعض الحلول التشریعیة للحد من فرص المنافسة ھاإلعادة التفكیر في موضوع

  .غیر المشروعة، وإعطاء مزید من الحمایة لالسرار التجارة في مواجھة الوسائل المشروعة


